Doc Code: PET.OP £t A 

DocumentOescription: Petition form.ew by the Office of Petitions J£«, u „^ m », M £XX 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the PaperworK Reduction Act of 1995. no persons are required to respond to a collection of information unless It displays a valid OMB control number. 

PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT I Docket Number (Optional) 



ABANDONED UNINTENTIONALLY UNDER 37 CFR 1 .1 37(b) 1 336549US 



First named inventor: takashi SHIRAKAWA, et ai. 



Application No.: 09/139 - 307 Art Unit: 

Fi | ed: August 24, 1998 Examiner: Tran - H 




Title: 



THERMAL HEAD 



Attention: Office of Petitions 
Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
FAX (571) 273-8300 

NOTE: If information or assistance is needed in completing this form, please contact Petitions 
Information at (571) 272-3282. 
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United States Patent and Trademark Office. The date of abandonment is the day after the expiration date of the period set 
for reply in the office notice or action plus any extensions of time actually obtained. 

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION 

NOTE: A grantable petition requires the following items: 

(1) Petition fee; 

(2) Reply and/or issue fee; 

(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications filed 
before June 8, 1995; and for all design applications; and 

(4) Statement that the entire delay was unintentional 

1. Petition Fee 

| | small entity-fee $ (37 CFR 1.1 7(m)), Application claims small entity status. See 37 CFR 1.27. 

[7] Otherthan small entity-fee $ 2J30 ; 00__ (3 7 CFR 1.17(m)) 

2. Reply and/or fee 

A. The reply and/or fee to the above-noted Office action in 

the form of Re P lacement Drawings (identify type of reply): 

[71 has been filed previously on f * b ™V 10 » 2009 ■ 

Sis enclosed herewith. 
$1 510 00 

B. The issue fee and publication fee (if applicable) of $- 
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Terminal disclaimer with disclaimer fee 

[/] Since this utility/plant application was filed on or after June 8, 1995, no terminal disclaimer is required. 



□ A terminal disclaimer (and disclaimer fee (37 CFR 1.20(d)) of $ for a small entity or $ for 
other than a small entity) disclaiming the required period of time is enclosed herewith (see PTO/SB/63). 

STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the filing of a 
grantable petition under 37 CFR 1.137(b) was unintentional. [NOTE: The United States Patent and Trademark Office may 
require additional information if there is a question as to whether either the abandonment or the delay in filing a petition 
under 37 CFR 1.137(b) was unintentional (MPEP 711.03(c), subsections (lll)(C) and (D)).] 

WARNING: 

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may contribute 
to identity theft. Personal information such as social security numbers, bank account numbers, or credit card numbers (other than a 
check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO to support a 
petition or an application. If this type of personal information is included in documents submitted to the USPTO, petitioners/applicants 
should consider redacting such personal information from the documents before submitting them to the USPTO. Petitioner/applicant is 
advised that the record of a patent application is available to the public after publication of the application (unless a non-publication 
request in compliance with 37 CFR 1.213(a) is made in the application) or issuance of a patent Furthermore, the record from an 
abandoned application may also be available to the public if the application is referenced in a published application or an issued patent 
(see 37 CFR 1.14). Checks and credit card authorization forms PTO-2038 submitted for payment purposes are not retained in the 
application file and therefore are not publicly available. 





Signature 


Date 


Andrew M. Ollis 




40,749 




Type or Printed name 


Registration Number, If applicable 


1940 Duke Street 


(703)413-3000 




Address 


Telephone Number 


Alexandria, Virginia 22314 





Address 



Enclosures: [7] Fee Payment 
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| | Terminal Disclaimer Form 

| | Additional sheets containing statements establishing unintentional delay 
other Exhibits 1-25; Request for Extension of Time 



~" CERTIFICATE OF MAILING OR TRANSMISSION [37 CFR 1.8(a)] 

I hereby certify that this correspondence is being: 

. . Deposited with the United States Postal Service on the date shown below with sufficient postage as 

|/l first class mail in an envelope addressed to: Mail Stop Petition, Commissioner for Patents, P. O. Box 
1450, Alexandria, VA 22313-1450. 

□ Transmitted by facsimile on the date shown below to the United States Patent and Trademark Office 
at (571) 273-8300. 
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T5ate Signature 

Andrew M. Ollis 



Typed or printed name of person signing certificate 
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Privacy Act Statement 

The Privacy ActOTT$74 (P.L. 93-579) requires that you be given certain information in 
connection with your submission of the attached form related to a patent application or patent. 
Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general 
authority for the collection of this information is 35U.S.C. 2(b)(2); (2) furnishing of the 
information solicited is voluntary; and (3) the principal purpose for which the information is used 
by the U.S. Patent and Trademark Office is to process and/or examine your submission related 
to a patent application or patent. If you do not furnish the requested information, the U.S. Patent 
and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the 
patent. 

The information provided by you in this form will be subject to the following routine uses: 

1 . The information on this form will be treated confidentially to the extent allowed under the 
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records 
from this system of records may be disclosed to the Department of Justice to determine 
whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of 
presenting evidence to a court, magistrate, or administrative tribunal, including 
disclosures to opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress submitting a request involving an individual, to whom the record pertains, 
when the individual has requested assistance from the Member with respect to the 
subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of 
the Agency having need for the information in order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, 
as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty 
in this system of records may be disclosed, as a routine use, to the International Bureau 
of the World Intellectual Property Organization, pursuant to the Patent Cooperation 
Treaty. 

6 A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant 
to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the 
Administrator, General Services, or his/her designee, during an inspection of records 
conducted by GSA as part of that agency's responsibility to recommend improvements in 
records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing 
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) 
directive. Such disclosure shall not be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public 
after either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a 
patent pursuant to 35 U.S.C. 151 . Further, a record may be disclosed, subject to the 
limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an 
application which became abandoned or in which the proceedings were terminated and 
which application is referenced by either a published application, an application open to 
public inspections or an issued patent. 

9 A record from this system of records may be disclosed, as a routine use, to a Federal, 
State, or local law enforcement agency, if the USPTO becomes aware of a violation or 
potential violation of law or regulation. 
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ATTORNEYS AT LAW 



Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



RE: Application Serial No.: 09/139,307 

Applicants: TAKASHI SHIRAKAWA, et al. 
Filing Date: August 24, 1 998 
For: THERMAL HEAD 
Group Art Unit: 2861 
Examiner: Tran, H. 

SIR: 

Attached hereto for filing are the following papers: 

Renewed Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 
CFR 1.137(b); Exhibits 1-25; Request for Extension of Time 

Credit card payment is being made online (if electronically filed), or is attached hereto (if paper 
filed), in the amount of $2,730.00 to cover any required fees. In the event any variance exists between 
the amount enclosed and the Patent Office charges for filing the above-noted documents, including any 
fees required under 37 C.F.R 1.136 for any necessary Extension of Time to make the filing of the 
attached documents timely, please charge or credit the difference to our Deposit Account No. 15-0030 . 
Further, if these papers are not considered timely filed, then a petition is hereby made under 37 C.F.R. 
1.136 for the necessary extension of time. 



Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, L.L.P. 



Customer Number 



Andrew M. Ollis 
Registration No. 40,749 
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09/139,307 



For: 
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Examiner: 
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Attorney Docket No. 336549US 



Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



RENEWED PETITION FOR REVIVAL UNDER 37 C.F.R. 8 1.137(b) 



Petitioner Alps Electric Co., Ltd. ("Alps" or "Petitioner") submits this paper in response 
to the Decision on Petition ("Decision") mailed by the Commissioner for Patents on July 9, 
2009. Petitioner respectfully requests revival of U.S. Application No. 09/139,307 ("the '307 
Application") in light of the additional facts and evidence submitted below and in the attached 
declarations and exhibits. 1 



1 For the convenience of the Office, a listing of the Exhibits can be found in Appendix A at the end of this Renewed 
Petition. 



Dear Sir: 
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SUMMARY 

Petitioner filed a Petition for Revival under 37 C.F.R. § 1.137(b) ("Original Petition") on 
February 10, 2009 seeking revival of the '307 Application. The Commissioner dismissed the 
Original Petition on July 9, 2009, finding that it lacked a statement that the entire delay in filing 
the required reply, from the due date for the reply until the filing of a grantable petition pursuant 
to 37 C.F.R. § 1.137(b), was unintentional. In particular, the Commissioner found that the 
Original Petition did not show, to the satisfaction of the Commissioner, that (1) the delay in reply 
that originally resulted in the abandonment of the '307 Application, and (2) the delay in filing the 
Original Petition pursuant to 37 C.F.R. § 1.137(b) to revive the application, were unintentional. 

Petitioner submits this Renewed Petition pursuant to 37 C.F.R. § 1.137(b) with additional 
supporting materials. These materials further confirm that the '307 Application went abandoned 
solely because of the deceitful acts of the attorney assigned to prosecute the application, William 
Prendergast. Mr. Prendergast hid his actions and inactions from Petitioner and his firm Brinks 
Hofer Gilson & Lione ("Brinks Hofer") and repeatedly and deliberately misled Petitioner and 
Brinks Hofer about the status of the '307 Application. When the abandonment was finally 
revealed to Petitioner, Petitioner diligently pursued revival of the application. 

Summarizing briefly, the United States Patent and Trademark Office ("PTO") sent Mr. 
Prendergast a Notice of Allowance on June 3, 1999. Ex. 3. The due date for paying the fee was 
set for September 3, 1999. The associated PTO papers stated that new formal drawings needed 
to be submitted before the patent could issue. On June 14, 1999 Mr. Prendergast mailed the 
notices and attachments to Alps and wrote "Unless I hear otherwise from you, I will pay the 
issue fee and file new formal drawings about one month before the due date." Ex. 1 . Alps did 
not instruct Mr. Prendergast to withhold payment of the issue fee or file corrected drawings. 
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Based on Mr. Prendergast's letter, Alps reasonably assumed that Mr. Prendergast would pay the 
issue fee and file new formal drawings as he said he would. Mr. Prendergast, however, never 
paid the issue fee or filed revised drawings. Instead, he misled the Brinks Hofer docketing 
department into believing that the payment had been made and the drawings filed. 

A Notice of Abandonment was mailed to Mr. Prendergast on November 9, 1 999 (Ex. 6) 
and Brinks Hofer docketed dates for a response. Mr. Prendergast never forwarded the Notice of 
Abandonment to Alps and did not file a response, yet he informed the Brinks Hofer docketing 
department that a response had been filed. Relying on its U.S. counsel, Petitioner had no 
knowledge that formal drawings had not been submitted, the issue fee had not been paid, and that 
a Notice of Abandonment had been issued. Instead, Petitioner waited to be informed by its U.S. 
counsel of further developments in the case. When Petitioner asked about the status of the file in 
2006, Mr. Prendergast falsely advised Petitioner that the PTO had lost the file. In a final act of 
deception on June 20, 2008, Mr. Prendergast informed the Brinks Hofer docketing department 
that Petitioner wished to abandon the 6 3 07 Application and close the file, even though Alps never 
gave any such instruction. 

At no time did Petitioner intend to abandon the '307 Application, delay in submitting 
formal drawings and paying the issue fee, or delay in filing a petition to revive the '307 
Application. Because the unusual delay between the abandonment of the '307 Application in 
1999 and the Petition to Revive in 2009 was directly attributable to the extraordinary acts of Mr. 
Prendergast, Petitioner respectfully submits that this Petition to Revive the unintentionally 
abandoned '307 Application should be granted. 
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FACTS 

A* William Prendergast Had Responsibility for Prosecuting the '307 
Application 

The '307 Application was filed by Brinks Hofer on August 24, 1998. Gustavo Siller, a 
shareholder at Brinks Hofer, was ultimately in charge of all Alps patent applications from March 
1998 to the present. Ex. 16, Declaration of Gustavo Siller, Jr. ("Siller Dec"), fflf 4, 1 1. 
However, Mr. Siller was not involved in day-to-day work on the '307 Application. Id., ^ 11. 
Instead, Mr. Siller's partner Mr. Prendergast was responsible for the prosecution of the '307 
Application. Mr. Prendergast's responsibility is confirmed, for example, by the June 1999 letter 
forwarding the Notice of Allowance (Ex. 1), the November 1999 Notice of Abandonment 
addressed to him from the PTO (Ex. 6), 2007 and 2008 correspondence between Mr. Prendergast 
and Alps (Exs. 9, 10, 22, 23, 25), and a June 20, 2008 memo from Mr. Prendergast to the Brinks 
Hofer docketing department closing the '307 Application file (Ex. 1 1). Finally, Mr. 
Prendergast's responsibility is confirmed by the fact that the '307 Application was found in his 
office during Brinks Hofer' s internal investigation of the matter in 2008. Siller Dec, ^ 5. 

B. Alps Had Authority and Control over Prosecution of the '307 Application 
At all times relevant to the abandonment of the '307 Application and the period of time 

between abandonment and the filing of the petition to revive the '307 Application, Alps was 
assignee of the '307 Application and, therefore, had authority to prosecute the application and 
control of the '307 Application's prosecution. Ex. 17, Supplemental Fukasu Declaration ("Supp. 
Fukasu Dec"), ffi[2-3. 

C. Brinks Hofer Docketed All Due Dates for the '307 Application 

From the time the '307 Application was filed in 1998 to the present, Brinks Hofer has 
had an electronic docketing system in place to docket all due dates for every prosecution matter 
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handled at the firm. Siller Dec, ^ 9. During this time period, this docketing system was 

successfully used to prosecute thousands of applications. Id. When the '307 Application was 

filed by Brinks Hofer in 1998, the application was entered into the docketing system and all due 

dates were docketed into the system. IdL, 2, 6, 17, 18, 20, 21; Ex. 14. 

D. Mr. Prendergast Failed to Submit Corrected Formal Drawings and Pay the 
Issue Fee and Misled the Brinks Hofer Docketing Department 

On June 3, 1999 the PTO mailed a Notice of Allowance, a Notice of Allowability and a 

Notice of Draftperson's Patent Drawing Review. Ex. 3. Dates of July 3, August 3 and 

September 3, 1999 for submission of the drawings and payment of the issue fee were docketed 

by the Brinks Hofer docketing department. Ex. 14. The electronic docket report shows a 

"completed" date of September 3, 1999 for these items. Ex. 14; Siller Dec, Iffl 17, 18. While no 

pink cards 2 were found for these cleared dates, copies of what purport to be a signed cover sheet 

for the submission of formal drawings and payment of the issue fee, along with a check in the 

amount of the issue fee, were found in the Brinks Hofer '307 Application file. Exs. 4, 5; Siller 

Dec, 1J 19. However, these documents were never filed with the PTO. Siller Dec, ^| 19. Based 

on his pattern of misrepresentations, 3 there is reason to suspect that Mr. Prendergast submitted 

copies of these documents to the Brinks Hofer docketing department to cause them to clear the 

related dates even though the documents were never filed with the PTO. Siller Dec, IflJ 16, 18- 

20. Whether these documents were intended to have been filed by Mr. Prendergast in 1999 or 
have some other origin can not be determined, as Mr. Prendergast has refused to speak to both 
Brinks Hofer and the undersigned counsel about the '307 Application. Siller Dec, ^ 8; Exs. 19- 

21 . Regardless, Petitioner believed Mr. Prendergast had filed the corrected drawings and paid 

2 Sec discussion of pink cards below in the next section E. 

3 See, e.g., the renewed petitions to revive filed in applications nos. 08/960,481; 08/652,284; 08/738,435; 
08/740,521; and Exs. 12, 13. 




the issue fee. Ex. 15, Fukasu Declaration attached to initial petition ("Fukasu Dec"), H 7; Siller 
Dec, K 16 

E. The Brinks Hofer Docketing System Would Have Regularly Reminded Mr. 
Prendergast of the Due Date for Responding to the June 3, 1999 Notice of 
Allowance 

According to the firm's standard operating procedures, Brinks Hofer's docketing 
department had a system to electronically docket reminders and due dates and provide written 
and voicemail reminders of due dates to the responsible attorney for each patent application. 
t Siller Dec, \ 12. The dates for a response to the June 3, 1999 Notice of Allowance and Issue 
Fee Due were docketed by Brinks Hofer. Ex 14. In this case, the Brinks Hofer docketing 
department would have sent regular reminders to Mr. Prendergast about paying the issue fee and 
submitting the corrected formal drawings until it had been advised that a responsive action had 
been filed. Siller Dec, ^ 12. Once a response had been filed, under normal procedures a "pink 
card" would have been sent to the Brinks Hofer docketing department indicating that a response 
had been filed and, typically, attaching a copy of the filed submission. Id., ^[ 13. However, if a 
response was filed after hours, an attorney could submit the card to the docketing department and 
bypass normal procedures. Id 

The Brinks Hofer docketing system was designed to keep responsible attorneys from 
missing any PTO deadlines. Id., ^ 15. However, the Brinks Hofer docketing system was not 
designed to prevent outright fraud (particularly from shareholders in the firm), and was instead 
dependent on honest responses from the firm's attorneys to function properly. Id. 
Unfortunately, when a rogue shareholder repeatedly misled the Brinks Hofer docketing 
personnel as in the present case, the safeguards inherent in the Brinks Hofer docketing system 
could be disabled. Id., U1I 6, 13. Prior to Mr. Prendergast's fraud being uncovered in 2008, Mr. 
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Siller had confidence in the Brinks Hofer docketing system and had no reason to question its 
reliability. IdL,1 15. 

F. Mr. Prendergast Was Informed of the Abandonment, Failed to Respond to 
the Notice of Abandonment, and Misled the Brinks Hofer Docketing 
Department 

On November 9, 1999 the PTQ mailed a Notice of Abandonment to Mr. Prendergast. Ex. 
6. The Notice of Abandonment was docketed by the Brinks Hofer docketing department. Ex. 
14; Siller Dec. %21. Once again, as the responsible attorney, Mr. Prendergast would have 
received regular oral and written reminders concerning a petition to revive the abandoned 
application, or a reminder to otherwise act on the Notice of Abandonment. The Brinks Hofer 
docket sheet includes entries for response dates to the Notice of Abandonment between 
December 1999 and October 2000. Ex. 14. Some of these docket entries report a "Completed" 
date of January 10, 2000. Id. Petitioner has been unable to determine with certainty why the 
docket sheet reports a "completed" date of January 10, 2000. However, it is believed likely that 
Mr. Prendergast gave an instruction to the docketing department that the Notice of Abandonment 
had been responded to in January 2000 and that the date could be cleared. Siller Dec, U 21 . 
Obviously, Mr. Prendergast never actually responded to the Notice of Abandonment and appears 
to have deceived the Brinks Hofer docketing system once again. 

G. Mr; Prendergast Failed to Advise Petitioner of the '307 Abandonment 

As noted above, a Notice of Abandonment was mailed to Brinks Hofer on November 9, 
1999. Ex. 6. Yet, Mr. Prendergast failed to inform Alps of the abandonment. Siller Dec, 6, 
21. Thus, at the time the c 307 Application became abandoned, and for many years afterwards, 
the Petitioner was unaware of the abandonment. Fukasu Dec, ^ 9. Instead, Alps believed the 
formal drawings had been filed and the issue fee paid. Id.. ^ 7. 



7 



H. Petitioner Relied on Brinks Hofer While it Awaited Action from the PTO 

During the period from 1999 to 2006, Petitioner believed that the '307 Application was 
pending and that the delay in prosecution was due to the PTO's inaction. Fukasu Dec, 8, 9. 
Petitioner also relied on Brinks Hofer as its U.S. counsel to notify it of any developments and 
deadlines and for all aspects of U.S. patent procedure. Supp. Fukasu Dec, 4. Petitioner had no 
independent mechanism other than its reliance on Brinks Hofer for recognizing unusually long 
periods of delay in prosecution of the '307 Application. Id. Ultimately, after a review of its U.S. 
cases in 2006, Petitioner determined that no PTO action had occurred for several years and Alps 
asked Brinks Hofer for an update on the status of the 4 307 Application in 2006. Id., ^ 5; Exs. 7, 
8. 

L Mr. Prendergast Deceived Petitioner After Inquiries into the '307 
Application Status 

In 2006, Alps began an internal inquiry into the status of several applications, including 
the '307 Application, where no PTO action had occurred over several years. Ex. 7. As a result, 
on December 28, 2006, Petitioner sent an e-mail to Brinks Hofer inquiring about the status of the 
*307 Application, unaware that the '307 Application had gone abandoned. Ex. 8. Mr. 
Prendergast responded on January 11, 2007, stating he had contacted the PTO and that the PTO 
had advised him he could expect actions in the next 2-3 months and that the delay was due to the 
fact that the PTO had lost the file. Ex. 9. None of this was true, of course, since Mr. Prendergast 
had hidden the existence of the abandonment of the application from Petitioner. 

After further inquiry from Petitioner on July 11, 2007, Mr. Prendergast, on July 14, 2007, 
e-mailed Alps stating that the '307 Application matter was being investigated and that he 
scheduled a call with a PTO supervisor to attempt to resolve the matter urgently. Exs. 10, 22. In 
response on July 17, 1999, Petitioner e-mailed Mr. Prendergast stating that it understood the 
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situation, appreciated Mr. Prendergast's prompt action, and would wait for his further report on 
the matter. Ex.22. 

After hearing nothing further from Mr. Prendergast, on June 19, 2008 Petitioner again 
inquired about the '307 Application. Exs. 10, 23. Mr. Prendergast responded to this inquiry on 
June 19, 2008 stating that he would follow-up immediately and that he had been advised recently 
that an action on this matter was expected in the near future. Ex. 23. Then, on June 20, 2008, 
Mr. Prendergast wrote a memo to the Brinks Hofer docketing department falsely reporting that 
Petitioner had authorized him to abandon the '307 Application. Ex. 1 1 . No such authorization 
was ever given by Petitioner. Siller Dec, ^ 27; Fukasu Dec, U 1 0. 

J. Petitioner's Actions after Learning of the Abandonment 

On September 25, 2008 Brinks Hofer informed Petitioner that the '307 Application had 
gone abandoned. Siller Dec, U 28. After Petitioner learned of and digested the unauthorized 
abandonment, it decided to choose alternate counsel, the undersigned's firm, to handle the 
petition to revive the '307 Application. After further investigation, Petitioner specifically 
decided to retain Obion Spivak to file a Petition to Revive for the '307 Application and four 
other applications. 4 The files arrived at Obion Spivak on December 17, 2008, during the holiday 
season. The five petitions, including the Petition to Revive the '307 Application, were filed on 
February 10, 2009. 

K. Illinois Investigation into Mr. Prendergast 

Since Petitioner filed its February 2009 Petition to Revive the '307 Application, a report 
was filed by the Registration and Disciplinary Commission with the Supreme Court of Illinois 
concerning Mr. Prendergast and his pattern of failure to prosecute patent applications, fabrication 

4 The five applications are nos. 08/960,481; 08/652,284; 08/738,435; 08/740,521 and 09/139,307. 
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of evidence, and false statements in at least 24 cases over a 10 year period. 5 Ex. 12. Although 
the report does not specifically identify all 24 applications, it is believed that one of the 24 cases 
referred to in that report is the '307 Application. Consistent with the proceedings in the '307 
Application, the report establishes that, "without his clients ' knowledge or consent"' these 24 
applications became abandoned and misrepresentations were made to the clients. Id. at p. 2 
(emphasis added). 

Thus, as confirmed by the Illinois Registration and Disciplinary Commission, for 10 
years Mr. Prendergast spun a web of deceit that first hid the truth from clients like Petitioner, and 
then affirmatively prevented them from learning the truth after they inquired about the status of 
the applications. Like all of Mr. Prendergast's other victims, Petitioner had no intent to let the 
'307 Application go abandoned, and because it was not aware of the abandonment until the Fall 
of 2008, Petitioner similarly had no intent to delay in reviving the '307 Application. 

ARGUMENT 

A. Legal Standard 

The Commissioner's dismissal of the Original Petition states "in view of the inordinate 
delay (almost 10 years) in resuming prosecution, there is a question whether the entire delay was 
unintentional." Decision at 2. While a delay of over one year may justify further inquiry as to 
why the delay was unintentional, See, MPEP § 71 1 .03(c)(II)(D), the dismissal does not cite - and 
Petitioner is unaware of - any statutory or case law authority stating that the length of delay, by 
itself, is a sufficient basis for denying a petition to revive. Instead, unlike the '307 Application, 
in each case cited in the dismissal the applicants were found to have made knowing decisions 
which led to the abandonment. Field Hybrids. LLC v. Toyota Motor Corp .. 2005 U.S. Dist. 
5 Mr. Prendergast has since lost his license to practice law in Illinois. Ex. 13. 
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LEXIS 1 159 (D. Minn. Jan. 27, 2005) (finding patentee knew quick action was needed to avoid 
abandonment but took no action); In re Application of G . 1 1 USPQ2d 1378, 1380 (Comm'r Pats 
1989) ("The record clearly establishes that the applicants and their assignee through their 
representatives deliberately allowed this application to become abandoned" after record showed 
applicant affirmatively instructed attorney to abandon application); Lawman Armor Corp. v. 
Simon. 74 USPQ2d 1633, 1638 (E.Q. Mich. 2005) (finding "no question of material fact that 
defendant had made a decision not to pursue the prosecution of his patent application" after 
Examiner called attorney to confirm abandonment, client had not paid attorney, and application 
only revived after introduction of competitor's product); Lumenvte Int'l Corp. v. Cable Lite 
Corp.. 1996 U.S. App. LEXIS 16400 *9 (Fed. Cir. July 9, 1996) (unpublished) (finding "clear 
and convincing evidence that Lumenyte intentionally abandoned the patent application when its 
officers thought that there was little chance for issuance" and application only revived after 
introduction of competitor's product); New York Univ. v. Autodesk. Inc. . 495 F. Supp. 2d 369 
(S.D.N.Y. 2007) (finding applicant knew of Office Action but did not file a response and 
attorney confirmed abandonment with Examiner). 

The facts at issue here are strikingly different from the facts in any of the above-cited 
cases. Here, Petitioner was not aware that the '307 Application had gone abandoned. Fukasu 
Dec, 7-9; Siller Dec, U 23. Petitioner did not instruct its attorneys to abandon the case. 
Fukasu Dec, ^ 10; Siller Dec, fflf 27, 30. Unlike Lawman Armor . Petitioner did not attempt to 
revive the case only after learning of a competitor's product and had no dispute over fees with 
Brinks Hofer. Siller Dec, f 30. Instead, Petitioner's well regarded law firm Brinks Hofer had 
procedures in place to regularly remind its attorneys to take actions needed to respond to PTO 
actions. Despite the absence of any intentional acts by Petitioner or Petitioner's firm, a single 
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attorney through a pattern of deceptive acts caused the '307 Application to become abandoned 
and remain abandoned for years. 

While a party is generally bound by the actions of its attorney, the courts and PTO have 
recognized exceptions to this rule. One exception is when the very attorney the client relies upon 
for expertise and wise counsel instead deceives the client. See, e.g., L.P, Steuart Inc. v. 
Matthews . 329 F.2d 234, 235 (D.C. Cir. 1964), cert, denied . 379 U.S. 824 (1964); Jackson v. 
Washington Monthly Co.. 569 F.2d 1 19, 123 (D.C. Cir. 1977); General Motors Corp. v. Cadillac 
Club Fashions Inc. . 22 USPQ2d 1933 (Trademark Trial & App. Bd. 1992); In re Lonardo . 17 
USPQ2d 1455 (Comm'r Pat. 1990). 

In re Lonardo 6 is a leading example of the Commissioner applying the exception to a case 
in which a patent attorney concealed the abandonment of a patent application and deceived the 
applicants into believing that the application was still pending at the PTO. Although Lonardo 
was decided under the stricter unavoidable delay standard, it is noteworthy that the 
Commissioner revived a patent application after fourteen years of abandonment, on the basis that 
the petitioner had been intentionally deceived by his attorney. See, In re Lonardo . 1 7 USPQ2d at 
1455-58 (emphasis added). The attorney in Lonardo . unbeknownst to the petitioner, allowed the 
patent application to go abandoned. When Mr. Lonardo inquired about the status of the 
application, the attorney concealed the abandonment and misled Mr. Lonardo into believing that 
the application was still pending at the PTO. In that case, the Commissioner found that the 
attorney's lack of diligence was not chargeable to the petitioner because of the "attorney's 

6 The Federal Circuit has addressed the Lonardo decision, stating that it is not bound by the decision. Huston v. 
Ladner, 973 F.2d 1564, 1567 (Fed. Cir. 1992). Importantly, though, the Federal Circuit did not reject or even 
criticize the Lonardo decision. Rather, it simply did not apply Lonardo because the case before it was factually 
distinguishable. Id Huston dealt with a situation in which the attorney did not understand the substantive law. 
Huston did not address a situation in which an attorney intentionally deceived the applicant. The Federal Circuit's 
decision to not apply Lonardo to Huston does not mean Lonardo is not good law; it simply means that Lonardo must 
be applied to factually similar cases, those in which the attorney intentionally deceived the client. 
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intentional deception of his client." Id. at 1458 (emphasis added). Thus, an attorney's lack of 
diligence or delay should not be charged to the petitioner if the attorney intentionally deceived 
his/her client with respect to the prosecution of the patent application. That is precisely the 
situation in the *307 Application. 
B. Period (1) 

The Commissioner is correct in stating that the question for period (1) is "whether the 
delay on the part of the party having the right or authority to reply to avoid abandonment (or not 
reply) was unintentional." Decision at 2. The dismissal also seeks further evidence that the 
initial delay was not due to a deliberate course of action. As discussed above, the cases cited in 
the dismissal are readily distinguishable from the present case because, in each cited case, there 
was a deliberate decision by the applicant to abandon the application. In contrast, it is 
undisputed that Petitioner did not make a deliberate decision to abandon the '307 Application 
but, rather, was the victim of fraud and deceit. 

1. Alps Was the Party with the Authority to Reply in 1999 

The Commissioner further states that the question for Period (1) is "whether the delay on 
the part of the party having the right or authority to reply to avoid abandonment (or not reply) 
was unintentional." Alps, as assignee of the '307 Application, was the party with the authority to 
reply to the Notice of Allowability and Notice of Allowance to avoid abandonment in 1 999. 
Supp. Fukasu Dec, ^ 2. 

2. Petitioner Did Not Intend to Abandon the '307 Application and Took 
Steps to Revive the Application Upon Learning of its Abandonment 

As discussed in the Original Petition and this Renewed Petition, Petitioner was not 

informed that Mr. Prendergast had not filed corrected formal drawings or paid the issue fee and 

that the '307 Application had gone abandoned. Fukasu Dec, 7-9; Siller Dec. Iffl 16, 21, 23. 
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Absent knowledge of the failure to file the drawings and pay the issue fee, Petitioner can not be 
found to have taken a deliberate course of action to abandon the '307 Application. Furthermore, 
to find that Petitioner intentionally delayed based on its inaction would be contrary to the 
relevant case law. The "inaction" inquiry presupposes knowledge of the action that could have 
been taken. For example, in New York Univ. v. Autodesk, although the applicants were aware 
of the outstanding Office Action, the application became abandoned through NYLTs inaction - 
failure to instruct its attorney to respond to the Office Action. A similar case of inaction is 
evident in Lawman Armor v. Simon where the applicant made a conscious decision to abandon 
the application. Crucially, in these cases, and in contrast to the present case, the applicants were 
aware that an action needed to be taken to continue prosecution of the application yet chose not 
to take that action. Here, in contrast, Alps was informed by Mr. Prendergast that he would 
respond to the Notice of Allowability and Notice of Allowance by filing the corrected drawings 
and paying the issue fee (Ex. 1), and Alps did not request Mr. Prendergast not to do so (Fukasu 
Dec. H 10). 

Petitioner diligently prosecuted this case to the point of receiving a Notice of Allowance, 
based on the information provided by Mr. Prendergast. When Mr. Prendergast kept Petitioner 
properly informed, it is undisputed that Petitioner acted diligently and promptly to file a response 
at the PTO. 

3. The Actions of Brinks Hofer 

Mr. Prendergast was designated by Brinks Hofer as the "responsible attorney" for 
prosecution of the '307 Application. Mr. Prendergast, as the responsible attorney, received 
numerous reminders relating to the '307 Application. Siller Dec, 6, 12, 17, 20, 21. Mr. 
Prendergast apparently gave false information to the docketing department regarding the status 
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of the '307 Application. Id^ Iffl 6, 1 8-21 . Brinks Hofer was led to believe, through Mr. 
Prendergast's false statements and his affirmative steps to hide the actual status of the 
application, that the '307 Application was being actively prosecuted. Id. 

Brinks Hofer followed its normal procedures in assigning the '307 Application, in 
docketing due dates, and in sending out reminders concerning those due dates. This system was 
designed to provide for successful prosecution of patent applications by alerting attorneys to due 
dates. Siller Dec, % 15. Mr. Prendergast, however, deceived Brinks Hofer, effectively disabled 
the Brinks Hofer docketing system, and allowed the '307 Application to become abandoned. 
Mr. Prendergast's fraudulent actions are not chargeable to Petitioner. In re Lonardo . 17 USPQ2d 
at 1458. Moreover, to the extent Petitioner's firm, Brinks Hofer, can have any intent, the firm 
clearly did not intend to abandon the application or delay in filing corrected drawings or paying 
the issue fee. 

C. Period (2) 

Between 1999 and 2006, Petitioner awaited action by the PTO in the '307 Application. 
Petitioner had no idea that the '307 Application had gone abandoned as Mr. Prendergast failed to 
inform Petitioner of this critical fact. Instead, Petitioner relied on its U.S. patent counsel to 
inform it of any further developments in the case and any actions that needed to be taken. Supp. 
Fukasu Dec, ^ 4. Petitioner also had no independent mechanism for identifying unusually long 
periods of inactivity in its cases. Id. There too, Petitioner reasonably relied on its U.S. counsel, 
counsel who had expertise in U.S. patent procedure, for guidance. 

Eventually, after a 2006 internal review of its cases that had been pending for several 
years without action (Ex. 7; Supp. Fukasu Dec, ^ 5), Petitioner asked Brinks Hofer about the 
status of the '307 Application (Ex. 8). At that point, Mr. Prendergast affirmatively misled 
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Petitioner by advising them that the application had been lost by the PTO and that he was taking 
steps to move prosecution forward. Once the abandonment was finally revealed in the fall 
of 2008, Petitioner moved with dispatch to file a Petition to Revive in early 2009. 

At the same time, Petitioner's firm Brinks Hofer also acted reasonably. As discussed 
above and in greater detail in Mr. Siller's Declaration, Brinks Hofer had a docketing system in 
place to repeatedly remind attorneys of all due dates. Yet Mr. Prendergast took affirmative steps 
to defeat the docketing system. The '307 Application was thus unfortunately one of a string of 
cases, as independently reported by the Illinois Bar, where Mr. Prendergast misled his clients. 
Under the PTO's own case law in In re Lonardo . an applicant is not responsible for, or bound by, 
the acts of its counsel when that counsel committed fraud. Therefore, if the entire period 
between 1999 and 2009 must be considered, Petitioner had no intent to delay filing a petition to 
revive and it respectfully submits that this Petition to Revive the unintentionally abandoned 
application should be granted. 

Moreover, Petitioner further submits that the relevant period for measuring delay in the 
present petition is from the date on which Petitioner learned of the abandonment of the '307 
Application. This is consistent with the cases cited in the Decision. For example, in Lawman 
Armor , the court measured the delay from the date the court determined Mr. Simon knew of the 
Office Action. 74 USPQ2d at 1635. In that case, the court held that Mr. Simon had at least 
constructive knowledge of the Office Action because his attorney received the Office Action but 
did not respond and Mr. Simon was bound by the acts of his agent. Id. at 1637. While 
superficially this case is in some ways similar to the present petition, there are fundamentally 
important differences. Alps had knowledge of the Notice of Allowability but believed, based on 
representations from Mr. Prendergast (Ex. 1), that the corrected formal drawings would be 
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submitted and the issue fee paid. Alps did not lose interest in the application, owe its attorneys 
money, or fail to leave a correspondence address with its attorneys as was the case in Lawman 
Armor . 

When the "delay" in filing the initial petition is properly calculated, it amounts to a mere 
four months, much less than the periods in Lawman Armor and Autodesk . This is particularly 
reasonable considering the complex issues of fraud, the search for new counsel, the fact that over 
the period included the holiday season, and the filing of five petitions. Even if the time of delay 
is not calculated from the date of discovery, the mere passage of time should not be held against 
Petitioner. As discussed above, Petitioner was diligent in pursuing the *307 Application. The 
passage of time from the date of actual abandonment to the filing of the petition was due to the 
fraudulent acts of Mr. Prendergast, who first hid the abandonment from Petitioner and then 
affirmatively misled Petitioner into believing the '307 Application was still pending. 7 



7 Petitioner also notes the comment in the PTO's Final Rule providing for unintentional abandonment. Specifically, 
the Office stated: "Section 1 . 1 37(d) specifies a time period within which a renewed petition pursuant to § 1.137 
must be filed to be considered timely. So long as a renewed petition is timely filed under § 1.137(d) (including any 
properly obtained extensions of time), the Office will consider the delay in filing a renewed petition under ... § 
1.137(b) 'unintentional' under § l.!37(b)3)." 62 Fed. Reg. 53131, 53159 (Oct. 10, 1997). 
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CONCLUSION 

Petitioner submits that, under the legal and factual circumstances set forth above and in 
the Declarations of Gustavo Siller, Jr. and Takao Fukasu, a finding that the entire delay in filing 
formal drawings and paying the issue fee was unintentional is appropriate. For the reasons set 
forth herein, Petitioner respectfully requests that the Commissioner grant this Renewed Petition 
to Revive the '307 Application under 37 C.F.R. § 1.137(b) as being unintentionally delayed. 



Date: October 8, 2009 Respectfully submitted, 



Richard L. Treanor 
Reg. No. 36,379 
Andrew M. Ollis 
Reg. No. 40,749 
Tia D. Fenton 
Reg. No. 55,170 
Attorneys for Petitioner 
Obion, Spivak, McClelland, 
Maier & Neustadt, L.L.P. 
1940 Duke St. 
Alexandria, VA 22314 
Tel: (703)413-3000 
Fax: (703)413-2220 
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Appendix A to Renewed Petition to Revive '307 Application - Exhibits 

1 . June 14, 1 999 facsimile from Prendergast to Manabe (Alps) 

2. September 3, 1999 docket room manual logbook entry (redacted) 

3. June 3, 1999 Notice of Allowability/ Allowance & Notice of Draft sperson's Drawing Review 

4. September 3, 1999 Prendergast Submission of Formal Drawings and Issue Fee 

5. Copies of check and accounting receipts for Submission of Formal Drawings and Issue Fee 

6. November 9, 1999 Notice of Abandonment 

7. November/December 2006 Alps IP Department Form and Response (with translation) 
(redacted) 

8. December 28, 2006 letter from Fukasu (Alps) to Siller 

9. January 1 1 , 2007 facsimile from Prendergast to Fukasu 

10. 2007/2008 e-mail correspondence between Alps and Prendergast 

1 1 . June 20, 2008 file closure memo 

12. Illinois Supreme Court Report regarding Prendergast license suspension 

13. September 22, 2009 entry striking Prendergast name from the roll of attorneys licensed to 
practice law in Illinois 

14. '307 Application docket sheet 

15. Fukasu Declaration - February 5, 2009 

16. Siller Declaration - October 2, 2009 

17. Fukasu Supplemental Declaration - October 1, 2009 

1 8. Skjerven article - 2003 

19. Beverina (Obion, Spivak) letter to David Belofsky (Belofsky & Belofsky) - September 4, 
2009 
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20. Belofsky letter to Beverina - September 4, 2009 

21 . Beverina letter to David Belofsky - September 8, 2009 

22. July 2007 e-mail correspondence between Alps and Prendergast 

23. June 19, 2008 e-mail from Prendergast to Takeda 

24. Notice of Allowance checklist 

25. October 2, 1998 letter from Prendergast to Manabe 
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Y. Manabe 
Manager 

Patent Application Administration Center 

ALPS ELECTRIC CO.. LTD. 
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Re; U.S. Application Serial No. 09/139,307 
THERMAL HEAD 
Your Reference No. M-US96001 
Our File No. 9281/3130 

Dear Mr Manabe: 

I have enclosed a copy of the Notice of Allowance and attachments for the above- 
identified patent application. As you can see, we now have a due dale of 
September 3, 1999 for paying the issue fee of S1. 21 0.00 and for filing new drawings. 
Unless I hear otherwise from you, I will pay the issue fee and file new formal 
drawings about one month before the due date. 

The only other open issue in this application relates to the filing of a divisional, 
continuation, or continuation-in-part application for the above-identified invention. 
Unless I hear otherwise from you, I will assume that you do not wish to file any 
continuing applications. 

Also, we have an ongoing duty throughout the pendency of this application to 
disclose material prior art to the Examiner. Please advise me if you are aware of 
any additional art that should be considered for citation. 

Sincerely yours, 





William F. Prendergast 
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This is a communication from tht examiner in charge of your application 
COMMISSIONER OF PATENTS ANO TRADEMARKS 
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PAPER NUMBER 



2861 
DATE MAILED; 



06/03/^9 



NOTICE OF ALLOWABILITY 

All claims belr* allowable. PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. II no) included herewith (or 
previously mailed), a Notice or Allowance and Issue Fee Due or other appropriate communication wit! be mailed in due course. 

CT This communication is reap onsive to — ^— ^— 

]0 The allowed cialm(s) is/are 

□ The drawings filed on „ are acceptable. 

Acknowledgement Is made ot a claim (or foreign prtorily under 35 U.S.C. § 1 19(a)*(d). 
'|£l All □ Some^G None ot the C ERTIFIED copies Of the priority documents have been 




rivsd in Application No. (Series Code/Serial Number) . 



if* 



/£ received in this nationaJ stage apptlcaUon from the International Bureau [PCT Rule 17.2(a)). 
"Certified copies not received: 
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D J££Si!?3Cf F^i^.^^^PiJ^ W N0TICE OF ,NFOnMA1 - APPUCATION. PTO-152. which discloses thai the oath or 
dedarmlon Js^cteflcient. A SUBSTITUTE OATH OR DECLARATION IS REQUIRED. 

^ AppHcan^fiuST submit NEW FORMAL DRAWINGS 

□ because iho originally filed drawings were declared by applicant to be informal. 

Secluding changes required by the Notice of Drattperson's Patent Drawing Review, FTO-94e. aiiached hereto or* 

5X27 f^F* reqUired by lKo proposad drawlflQ coition filed on . which has been approved 

oy ine examiner. 

Lj Iriduding changes required by mejatached Examiner's Amer»drnent/Comment. -t 

^^^^b^^^ 1 ^^ "^iwtM" 37 CFR ijM(c)) should be written on the reverse side ol the drawings. 
The drawings should be filed as a separate paper with a transmittal letter addressed to the Official Orattpersoo. 

U Note the attached Examiner's comment regarding REQUIREMENT FOR THE OEPOSIT OF BIOLOGICAL MATERIAL. 

Any response to this letter should include, in the upper right hand corner, me APPLICATION NUMBER (SERIES CODE/SERIAL NUMBER) 

Ai a i l 5SlSI?J!? L ec ?I re ? a No ! tee °* A" 0 ™ 11 * 0 an <* F e» Due. ^e ISSUE BATCH NUMBER and DATE ol the NOTICE OF 
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Attachments) 

^3 Notice ot References Cited. PTO-892 

L_j Information Disclosure Statemeni(s), PTO-1449, paper No|s). 

^fl) Notice of Drafts person's Patent Drawing Review. PTO 948 

□ Notice of Informal Patent Application, PTO-152 

□ Interview Summary, PTO-41 3 
G Examiner's Amendment/Comment 

□ Examiner's Comment Regarding Requirement for Deposit of Biological Material 
Examiner's Statement of Reasons for Allowance 
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Art Unit: 2861 



DETAILED ACTION 



Priority 



1. Acknowledgment is made of applicant's claim for foreign priority 
under 35 U.S.C. 119 (a) -(d). The certified copy has been filed in parent 
Application No. 08/697 r 153 f filed on 08/20/96. 

Ob. th/Declara ti on 

2. Receipt is acknowledged of the executed Declaration and the 
appropriate filing fee. 



3. The drawings are objected to because figs. 7A and 7B are missing 
from the 5 sheets of drawings filed which include Figs. 1-5, 6A-6C, 8 
and 9. Correction is required. 



4. Claims 1-8 are allowed. 

5. The following is an examiner's statement of reasons for allowance; 
Prior art of record, in particular prior art to Shirakawa- (US 

Patent No. 5, 477 r 266) does not teach or suggest a second inter layer 
insulation layer comprised of insulating ceramic formed on the upper 
surface of the first interlayer insulation layer. Figs. 1-4 of 
Shirakawa shows a thermal head and a method of manufacturing, wherein an 



. Drawings 



Allowable) Subject Matter 
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interlayer insulating layer 15 is formed by a thermal oxidizing 
treatment of the conductive layer 13. 

Fuyaraa et al . (US Patent No. 4 r 617,575) discloses a thermal head 
having an interlayer insulating layer disposed between first and second 
conductors layers . 

Saito (US Patent No. 4,451,335) discloses a thermal head having an 
extended common electrode layer 7 connected to a common electrode 
layer 11 through through hole 11. 

Any comments considered necessary by applicant must be submitted 
no later than the payment of the issue fee and, to avoid processing 
delays, should preferably accompany the issue fee. Such submissions 
should be clearly labeled "Comments on Statement of Reasons for 
Allowance. " 
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6. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Huan Tran whose 
telephone number is (703)308-0749. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist of the 
Technology Center whose telephone number is (703) 308-1782. The 
facsimile numbers for Technology Center 2800 are (703) 308-7722, (703) 
308-7724, (703) 308-7382. 




Huan H. Tran 
Primary Examiner 
.Art Unit 2861 
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Mylar. vHlum piper is not acceptable (too thin). 

Figts) 

J. SIZE OF PAPER. 37 CFR I JU(F): Acceptable sizes: 

21.0 cm by 29.7 cm (DIN size A4) 

21 .6 cm by 27.9 cm (8 1/2 x 1 1 inches) 

All drawings sheets not the same size. 

Shcctd) 

5. M ARGINS. 37 CFR 1 8.4(g): Acceptable margins: 

Top 2.S cm Left 2.5 cm Right 1 .5 cm Rrtttom 1 .0 cm 

SEE: A4 Site 

Top 25 cm Left 2.5 cm Right ! 2 cm Bottom 1 .0 cm 

SIZE: 8 1/2 a II 

Margins ttot aaepfahk. 1*1 g(s) 

TopiT) lcfl(U 

Right (R) Bottom (B) 



6. VIEWS. CFR 1.84(h) 
REMINDER: Specification may require revision to 
correspond to drawing changes. 

Views connected by projection tines or lead tines. 

Fig.(s) 

Partial views. 37 CFR 1. 84(h)(2) 

Brackets needed to show figure as one entity. 

Fig.(s) 

Vrews not labeled separately or properly. 

Rg.(s) 

Enlarged view not labeled separately or properly. 

Hfi(s) 



SECTIONAL VIEWS. 37 CFR I.R4(h)f3) 

Hatching mx indicated for sectional portions of an object. 

Fig(s) 



-Sectional designate ■ should he noted with Arabic or 
Roman numbers. Flg.[s) _ 



ARRANGEMENT OF VIEWS. .57 CFR !.84<i) 

Words do not uppear on a horizontal, kft-to-righi fashion when 
page ii cither upright or i untcd, so thai the top bcciwnc* the right 
side, except far graph*. Fig.00 



-Views not mi the same plane on drawing sheet. Fig.f>l_ 



», SCALE. 37CFRI.84(k) 

Scale nui lajge coough to show rncctuositn without crowding 

when drawing is reduced in size it* two-ihirds in reproduction. 

fOF LiNES, NUMBERS, & UTTERS. 37 CFR 1.84(1) 
.Lines, number! <& Ic iters nut uniformly thick and well defined, 
clean, duratgc-ykl black (poor GncquHiiiy). 
FiffisV j) 
1 1. SHADING. 37CFRl.84[,u) 

Solid block arcaj pale. Pip fs> 



-Solid black .shading not pcrmiiicd. Fig.(J)_ 



Shade Jines, pale. wish and blurred. Fig.(s) 
1 2. NUMBERS. LETTERS. & REFERENCE CHARACTERS. 




ba-acufitio! plain and legible. 

_ Numbers und reference chnracKrs not oriented in (he u 

direction as the view. 37 CFR l.84(p)(3) KgJ.$\ 

-Engligh alphabet not used. 37 CFR l.fM(p«3) Kig.(s\_ 



Number*, letters and reference chamcters must be at lean 

.32cm(i/Rinch)inheit+.i. 37 CFR 1.84<p)0 
13. LEAD LINES. 37CFRI.84fq) 
Lead lines cross each other. Fig.(sJL_ 



ls,bc * !,c £rM V 1 



-Lead lines missing. Fig.(s>_ 



14. NUMBERING OK SHEETS OF DRAWINGS. 37 CFR 1 .48(0 
Sheets not numbered consecutively, and in Abahic numerals 

beginning with number I . Fig.fs l 
13. NUMBERING OF VIEWS. 37 CFR I .fW(u) 

v-g« not numbered consecu lively, and in Abrabic numerate, 

beginning with number 1. F)l.(. D , 

1 6. CORRECTIONS. 37 CFR IMw) 

Correvtiora not made frwn PTO-v48 dated 

17. DESIGN DRAWINGS. 37 CFR 1.132 

Surface shading shown rmt appropriate. Fig.(i) 

Solid black shading not used for color contrast. 

Flg.(sl 



COMMENTS 



REVIEWER 



ATTACHMENT TO PAPER NO- 
PTOcqpy 




UNITED STATES L. /ARTMENT OF COMMERCE 
Patent and Trademark Office 



NOTICE OF ALLOWANCE AND ISSUE FEE DUE 



Wfii f-' PR£NB»EPGAG"r 

GKJNKS WOF-F.R aiLSOM 3fc LIONE 
V- O fir?'/ 

CHICAGO 3L 60*10 



APPLICATION NO. 1 P^hQ DATE | TOTAL CLAM 



EXAMINED AND GROUP ART UNIT 



rRAWr ii 



35 'JSC lS'Ut>) tw/£ 'V ^t: . • 



fLE Of 

•VENTION | HIr .FtMAL' HKfll? 



ATTVS DOCKET MO. ]/ CLASS^U8CLA35 ] BATCH NO, | APPLN. TYPE | SMALL ENTITY [ FEE QUE | 



DATE DUE 



W£ APPUCATIoJfDENTfFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT, 
iBOSECUTtON ON THE MERITS IS CLOSED. 

-HE ISSUE FEE MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING DATE OF THIS NOTICE OR THtS 
XPPLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PSRIQP PANNQTBG EKIEHQEQ* 

10W TO RESPOND TO THIS NOTICE: 

. Review the SMALL ENTITY status shown above. 
If the SMALL ENTITY Is shown as YES, verify your 
current SMALL ENTITY status: 

A. If the status is changed, pay twice the amount of the 

FEE DUE shown above and notify the Patent and 

Trademark Office o1 the change in status, or 
8. II the status is the same, pay the FEE QUE shown 

above. 



If the SMALL ENTITY is shown as NO: 



A. Pay FEE DUE shown above, or 

B. Re verified statement of Small Entity Status before, or with, 
payment of 1/2 the FEE DUE shown above. 

I Part B-Issue Fee Transmittal should be completed and returned to the Patent and Trademark Office (PTO) with your 

' ISSUE FEE Even If the ISSUE FEE has already been paid by charge to deposit account. Part B Issue Fee Transmittal 
should be completed and returned. If you are charging the ISSUE FEE to your deposit account, section "4b" of Part 
B-tssue Fee Transmittal should be completed and an extra copy of the form should be submitted. 

II All communications regarding this application must give application number and batch number. 

* Please direct ^communications prior to issuance to Box ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dee. 12. 1930 ^^^l^? 1 
maintenance fee*. It is patentee's responsibility to ensure timety payment of maintenance 
fees when due. 

PATEKT AND TRADEMARK OFFICE COPY 
TOL-65 (REV. 1046) Approved for uu flWOU0& (0651-0033) . ut ct»a i9»-UT*JW0Oa 
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I hereby certify that this corre. idence is being deposited 
with the United States Postal service with sufficient postage 
as first class mail in an envelope addressed to: Assistant 
Commissioner for Patents, Washington, D.C. 20231 on 
September 3. 1999 
Date of Deposit 

WILLIAM F. PRENDERGAST 

Name of Applicant, assignee or Registered Representative 

Signature 

Our Case No. 9281/3130 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: Shirakawa et al. 



Serial No. 09/139,307 
Filing Date: August 24, 1998 
For THERMAL HEAD 



Examiner H. Tran 
Group Art Unit No. 2861 



SUBMISSION OF FORMAL DRAWINGS 

Official Draftsman 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Washington, D.C. 20231 

Dear Sir: 

In response to the Notice of Allowability received with the Notice of 
Allowance and Issue Fee Due mailed June 3, 1999, Applicants hereby submit the 
enclosed 6 sheets of formal drawings. 

Respectfully submitted, 




Dated: 



BRINKS HOFER GILSON & LIONE 
P.O. Box 10395 
Chicago, IL 60610 
312/321-4200 



c- - — z. 



William F. Prendergast 
Registration No. 34,699 
Attorney for Applicants 



Complete and mall this form, together with af ^Kle fees, to: Box ISSUE FEE 



Assistant Commissioner for Pa.. 
Washington, D.C. 20231 



HAILING INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE. Blocks 1 
hrough 4 should be completed where appropriate. All further correspondence Including the Issue Fee 
Receipt, the Patent, advance orders and notification of maintenance fees will be mailed to the current 
jorrespondence address as indicated unless corrected below or directed otherwise in Block 1 , by (a) 
specifying a new correspondence address; ancYor (b) indicating a separate TEE ADDRESS" for 
naintenance fee notifications. 


Note: The certificate of mailing below can only be used for domestic 
mailings of the Issue Fee Transmittal. This certificate cannot be used 
for any other accompanying papers. Each additional paper, such as an 
assignment or formal drawing, must have Its own certificate of malting. 

Certificate of Mailing 

1 hereby certify that this Issue Fee Transmittal is being deposited with 
the United States Postal Service with sufficient postage for first class 
mail In an envelope addressed to the Box Issue Fee address above on 
the date Indicated below. 

William F.Prendergast (DeposltortnaJBe) 


CURRENT CORRESPONDENCE ADDRESS (Note: Legfbry.martc-up wtth any corrections or us© Block 1 ) 

MM61/0603 

WILLIAM F PRENDERGAST 
BRINKS HOFER GILSON & LI ONE 
P 0 BOX 1039S 
CHICAGO IL 60610 




September 3, 1999^ (0alo , 


APPLICATION NO. RUNG DATE TOTAL CLAIMS | EXAMINER AND GROUP ART UNIT DATE MAILED 


09/139,307 OS/24/98 008 TRAN ? H 2861 06/03/99 


First Named 

Applicant SHIRAKAWA, 35 (JSC 154(b) term ext. = 0 Days- 



TLEOF 

ivention thermal HEAD 



ATTVS DOCKET NO. 



CLASS-SUBCLASS 



BATCH NO. 



APPLN. TYPE 



SMALL ENTITY | FEE DUE | OATEOUE 



9281/3130 



347-200- 000 



T84 UTILITY 



NO 



% 1 2 1 0 n 0 0 



09/03/99 



1. Change of correspondence address or Indication of " Fee Address" (37 CFR 1.363). 
Use of PTO form(s) and Customer Number are recommended, but not required. 

□ Change of correspondence address (or Change of Correspondence Address form 
PTO/SB/122) attached. 

□'Fee Address' Indication (or "Fee Address" Indication form PTO/SB/47) attached. 



2. For printing on the patent front page, list rptmvq tmPro rncnw 
(1 ) the names of up to 3 registered patent 1 i5KlNKb HOFER GILS ON 
attorneys or agents OR, alternatively. (2) r LI ONE 

the name of a single firm (having as a 

member a registered attorney or agent) 2 

and the names of up to 2 registered patent 
attorneys or agents. If no name is listed, no 

name will be printed. 3 , 



3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 
PLEASE NOTE: Unless an assignee Is identified below, no assignee data will appear on the patent. 
Inclusion of assignee data is only appropiate when an assignment has been previously submitted to 
the PTO or is being submitted under separate cover. Completion of this form is NOT a subsititue for 
filing an assignment 

(A) NAME OF ASSIGNEE ^pg ELECTRIC CO. LTD. 
(8) RESIDENCE: (CITY & STATE OR COUNTRY) 

TOKYO, JAPAN 
Please check the appropriate assignee category indicated below (will not be printed on the patent) 
□ Individual □ corporation or other private group entity □government 



4a. The following fees are enclosed (make check payable to Commissioner 
of Patents and Trademarks): 

1D Issue Fee 

Advance Order - of Copies 1 U 



4b. The following fees or deficiency in these fees should be charged to: 
DEPOSIT ACCOUNT NUMBFR 23~1925 



(ENCLOSE AN EXTRA COPY OF THIS FORM) 
XD Issue Fee 

3D Advance Order -ff of Copies 



The COMMISSIONER OF PATENTS AND TRADEMARKS IS requested to apply the Issue Fee to the application identified above. 



(Date) 

.09/03/99 



NOTE: The Issue Fee win not be accepted from anyone other than the applicant; a registered attorney 
or agent; or the assignee or other party in interest as shown by the records of the Patent and 
Trademark Office. 



Burden Hour Statement: This form is estimated to take 02. hours to complete. Time will vary 
depending on the needs of the individual case. Any comments on the amount of time required 
to complete this form should be sent to the Chief Information Officer, Patent and Trademark 
Office, Washington, D.C. 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND FEES AND THIS FORM TO: Box Issue Fee, Assistant Commissioner for 
Patents, Washington D.C. 20231 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection 
of information unless it displays a valid OM8 control number. 



TRANSMIT THIS FORM WITH FEE 

POL-85B (REV. 10-96) Approved for use through 06/30/99. OMB 0651 -0033 Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
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Case No. UV/*30 

Applicant $&i(lAKAWk E7 AC . 

Hon. Commissioner of Patents & Trademarks 
Washington, D.C. 20231 

Please acknowledge receipt of the below-identified: 

PTOI--85B (dupl); Submission of Formal Drawings; 6 
Sheets Formal Drawings; Check for SI ,240 for Issue Fee 
and Patent Copies; Transmittal Letter (dupl.); Return Post 
Card. 

BRINKS HOFER GILSON & LIONE 
By: W. F. Prcndcrgast/mal 

Serial No. 09/139,307 

Date of Mailing: September 3, 1999 



BRINKS HOFER 
GILSON & LIONE 



'INVOICE ifc. 



91351^ 



39/02/99 



INVOICE DATE 



DISB. CODE 



41 



REMITTANCE ADVICE 
WILLIAM F. PRENDfiRSflrS 




246702 



INVOICE AMOUNT 



1 , 240.00 



ACCOUNT 



09281 0313O 



1 ,240,00 



DESCRIPTION 



PAYMENT OF ISSUE FEE 
AND COPIES OF PATENT 
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UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: C0MMSS10NER OF PATENTS AND TRADEMARKS 
Washington. DX. 20231 



| WUCXTIOHKU1CEB | 



RLMQDATE 



ATTORNEY OOCJCET NO. 



09/139,307 03/24/98 



SH IRAK AW A 



9281/3130 



EXAMINER 



7542/1109 

WILLIAM F PRfCNDERGAST 
BRINKS HOFER GILSON St LI ONE 
P 0 BOX 10395 
CHICAGO IL 60610 



NOTICE OF ABANDONMENT 

Thte application Is abandoned (n view of. 

□ Applicant's failure to timely file e proper response to the Office tetter matted on _ 
□ A response (with a Certificate of MaKng or Transmission of. 



PAPER NUUSER 



2861 



DATE HAILED: 



Q5 

11/09/99 



J was received on 



which b after the expiration of the period for response (Including a total extension of 



„ but ft does not constitute a proper response to the final 



time of month(s)) which expired on 

□ A proposed response was received on_ 
rejection. 

(A proper response to a final rejection consists only of : a timely filed amendment which places tne application in 
condition tor allowance; a Notice erf Appeal: or the filing of a continuing application under 37 CFR 1 ,62 (FWC). 

□ No response has been received. 

B^Appticanf s faHure to timely pay the required issue fee within the statutory period of three months from the mailing date 
of the Notice of Allowance* 

□ The Issue lee (with a Certificate of Mailing or Transmission of ) was received on 

□ The cubmftted issue fee of $ Is insufficient. The Issue fee required by 37 CFR 1.18 is $ 

B"fhe Issue fee has not been received. 

□ Applicant's failure to timeJy f3e new formal drawings as required in the Notice of ABowabflity. 

□ Proposed new formal drawings (with a Certificate ol Mailing or Transmission of ) were 

received on; • 

□ The proposed new formal drawings filed are not acceptable. 

□ No proposed new formal drawings have been received. 

□ The express abandonment under 37 CFR 1.62(g) in favor of the FWC application fifed on 

□ The letter of express abandonment which is signed by the attorney or agent ol record, the assignee of the entire 
interest, or aDof the applicants. 

□ Tne letter of express abandonment which b signed by an attorney or agent (acting in a representative capacity under 
37 CFR 1 34(a) upon the tiling of a continuing application. 

□ The decision by the Board of Patent Appeals and imerterences rendered on and because the period 

for seeking court review ol the decision has eiqiired arid there are no aflowe^ 

□ The reason(s) betow: 
form pn>i«W (rev. toes 



OlarwTerry 
Allowed FUos Branch 
70&305-82Q3 
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# 



Inquiry about Continued Foreign Application 



(J) IP Division 
11.23.2006 

[Stamped by] Jinbo (Supervisor) 
[Stamped by] Kato (Person in charge) 



(H) IP Division 
11.20.2006 

[Stamped by] Kobayashi (Supervisor) 
[Stamped by] Takeda (Person in charge) 



US Patent Application No. 09/139.307 fM US9600n N 

(JP 8-022475) 00-44699 [handwritten] 

Above-titled matter has not had any progress for 5 years. We are considering to submit status 
inquiry to the USPTO. Please review the implementation condition of the current invention, life 
of technology* and examination results of the original Japanese application e tc. Please inform IP 
Division whether we should continue the prosecution bv December 11. 2006. 

(Send by December 8) 



(J) IP Division 

11.29.06 (H) IP Division 

[Stamped by] Jinbb (Supervisor) -> 1 1 .30.2006 

[Stamped by] Kato (Person in charge) [Stamped by] Takeda (Person in charge) 



1 . Implementation condition at aforementioned country 

DOS line heads are being mass-produced for REDACTED having such heads are . 

also being shipped to the U.S. 

2. Business condition of aforementioned case 

This case uses a relatively basic structure and life of technology is likely to be at least three years 
or so. 

3. Conclusion 

[X] Continue the application (Submit status inquiry to the USPTO) 
[ ] Abandon the application 

<Reasons for Continuation or Abandonment 

This is a beneficial patent in view of its practicability and its life of technology. 



Director of Technology Division 

[Blank] 

(Stamp needed for abandonment) 




ft** 



ma* 




us tm&m no. 



T 





tsar 




1. 3!ft8Va$&#$ 

REDACTED pc s - ^ > I- .ofri ? r. jEP C 3 v> K" * 

2. £tt*fMoei;*x*3i 



3. fctft 

<fctt or tt«0)lim> 



Renewed Petition to Revive 
'307 Application 



Exhibit 8 



ALPS 



ALPS fUCTRJC CO., LTD. INTELLECTUAL PROPERTY DEPARTMENT 
1-7 YukiQaya~OtsuH.vCho. Ota-ku. Tokyo. M5-8501. Japan 
Phono *61 3-5499-6054 Fax *S1 3 5499 8055 



ALPS2006-732 
December 28. 2006 



Mr. Guslavo Siller, Jr. 
Brinks, Hofer, Gllson & Lione 
NBC Tower. Suite 3600 
455 North Citylront Plaza Drive 
Chicago. Illinois 60611-5599 
USA 



Re: Request for Investigation of Current Status of U.S. Applications 
Dear Mr. Siller; 

Regarding our U.S. patent applications mentioned in the following list, we have not received 
any documents and information for at least five years. 



Application No. 


Your File No. 


Our File No. 


08/652.284 


9281-2231 


FT US95002 


08/738.435 


9281-2281 


FC US95004 


08/912.967 


9281-2419 


FC US96016 


09/139,307 


9261-3130 


M US96001 



Please investigate the current status of these applications and let us know it as soon as 
possible. 



Sincerely yours, 




Senior Manager 

Intellectual Property Department 

TF/at 



I This information can bo disclosed only to tho obovo uusii]it;tti;d tocipicnt(tt) itnd shaD bo 
kopl conrideMii.il. *hich arc decided find authorized by tho manager ol I. P. Oopartmont. 
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81/11/2887 13:52 131232: 19 



* BRIMCS FAX 



FAffi 62/82 



wflHam F. PrendefB&st 



VIA Fax No. 011 81 035 499 8055 



BRINKS 
HO Ft R 
GiLSON 
&LIONE 



January 11,2007 



T. Fukasu 
Manager 

Patent Application Administration Center 
ALPS ELECTRIC CO.. LTD. 
*w 1-7 Yukigaya-Otsuka-Cho 
Ota-ku, Tokyo 145-8501 
JAPAN 



Re: Request For Statue 



Dear Mr. Fukasu: 

Pursuant to your requestor December 28. 2006 (ALPS 2008-732), we have requested 
an update from the United States Patent and Trademark Office regarding the 
referenced applications. I wa9 advised that can expect en actions in the next 2-3 
months. In view of the delay, I have requested for a formal response In writing that I 
will forward upon receipt. Apparently, the files were lost at the USPTO which resulted In 
the delay of their review. 

Please let me know if you have any questions. 
Sincerely, 



William F. Prendergast 
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aklko.0002812 
t*keda/W»/admO/ip 

2008/06/19 16:40 



?55t "PrendcrgBSt. WiDiam" <WFP© brinks ho fcr.cofn> 

cc gsiller6brinkthofer.com 
cbfa(MNisebrinV*.com 

bcc 

ft ft Re: Request For Current Status [Very ImportanOCl 



Dear Mr. Prendergast. 

With respect to the following cases, would you please contact the USPTO to accelerate an examination 
procedure of these cases ? 

We have not received any action from the USPTO for a quite long time. 



Application No. 


FiJinR Date 


Our File No. 


Remarks 


08/8522B4 


1998/05/21 


FT US950O2 


<Jmpor|ant> This application conerns an infringement case of a certain ci 


08/738435 


1996/10/24 


FC US95004 


<Im porta nt> This application will be transferred to a certain company. 


09/139307 


1998/08/24 


MUS96001 




08/912967 


1997/08/01 


FC US96016 





Thank you in advance. 

Sincerely, 
Akiko Takeda 

"Prendergast William" <WFP@brinkshofer.com> 




"Prendergast William' 
<WFP©brinkahofer.com> 

2008/03/03 22:56 



RiSfc <ahtko.takeda@jp.aIps.com> 

cc "SiDcr, Qus" <gsillerdbrink6hofer.com> 
<junjikobayastiH^p.atps.com> 
f$45 Re: Request For Current Status [Very Important] 



Thank you for your email. I will follow up with the PTO. I expect an action shortly on 
this matter. I will keep you advised. 
6i 1 1 Prendergast 

Original Message 

From: akiko. takeda&jp. alps, com <akiko. takedaijp. alps. com> 
To: Prendergast, William 

Cc: Siller. Gus; junji. kobayashi§jp. alps. com <junji.kobayashi§jp. alps. com> 
Sent: Sun Mar 02 23:54:46 2008 

Subject: Re: Request For Current Status [Very Important] 
Dear Mr. Prendergast. 

Do you have any update on this application ? 

As we told you before, we desire acceleration of the procedure of the 
application No. 08/738.435 (9281-2881/FC US95004) because this application 
concerns an infringement case of a certain company. 
Please advise us by return. 

Sincerely. 
Akiko Takeda 

************************************** 

Akiko Takeda 

Intellectual Property Department 

ALPS ELECTRIC CO.. LTD. 

TEL: 81*3+5499+8054 

FAX: 81+3+5499+8055 

E-Mail: ekiko.takeda@jp.alps.com 

*************** ********** 



"Prendergast, 
Wil Mam" 

OfFPfbrinkshofer. £5fe 
com> <ak i ko. takedaO jp- a I ps. com> 

2007/07/14 06:47 

ft* 



Request For Current Status 



Re: Application No. 08/738.435 C9281 -2881 /FC US950O4) 



Us. Takeda. 

Thank you for your email to Us. Hall of July 11, 2O07 regarding the 
referenced applications. We are currently investigating the natter with US 
PTO and will make every effort to advance the prosecution of the referenced 
applications. I have scheduled a call with supervisor at the PTO for next 
week to attempt to get this matter resolved on a urgent basis. Please let 
me know if you have any questions. 
Wi 1 1 tarn Prendergast 

William Prendergast (Embedded image moved to f i I e : 

Intellectual Property Attorney pic15724.bmp) 

Brinks Hofer Gilson & Lione 

NBC Tower. Suite 3600 

455 North Cityfront Plaza Drive 

Chicago. IL 60611-5599 

312. 321.4242 

312.321.4299 F 

wprendergast&sebr inks, com 

www. usobrinks. com 



[Please Note: This message is intended 
for the individual or entity named above 
and may constitute a privileged and 
confidential communication. Tf you are 
not the intended recipient, please do 
not read. copy. use. or disclose this 
message. Please notify the sender by 
replying to this message, and then 
delete the message from your system. 
Thank you. I 




• # 
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MEMORANDUM 

TO: U.S. Docket Dept. 

[If closing matter in Acctg, select Acctg Dept.] 
[If closing matter in Acctg, select Records Dept.] 

FROM: WFP 

DATE: June 20, 2008 

RE: Abandon/Close Authorization 



BRINKS 
H 0 F E R 
GILSON 
&LIONE 



Please Abandon/Close the following matter 

Client/Matter No: 9 #8'/ ?/ ? & 
Client Name: /fys^ 4 CCc^. « 

Matter Name: ?A4M~>£ 

If applicable, this client/matter no. has been abandoned/dosed in favpr of: 
client/matter no. 

This matter is being closed for the following reason: 

□ Client instructions (letter of email attached or in file) 

□ File being transferred (letter or email attached or in file) 

□ Lack of client instructions (letter(s) or email(s) attached or in file) 

□ Other 

This file is a: 

□ Prosecution Case 

□ Litigation Case 

□ Other 

Accounting System: Unl ess checked, this matter will only be closed in the docket system. 

□ Close this matter in Accounting (copy to Accounting if checked) 
Accounting: Please close matter 60 days after date of signature 



Attorney Signature 



Date 



Note: It is the attorney's responsibility to obtain a letter from the client or send a confirming 
letter to the client concerning these instructions. 
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IN THE SUPREME COURT OF ILLINOIS 



In the Matter of: 



WILLIAM FRANCIS PRENDERGAST, 



Supreme Court No. M.R. 



Attorney-Movant, 



Commission No. 09 DC 1005 



No. 6203730. 



STATEMENT OF CHARGES PURSUANT TO 
SUPREME COURT RULE 762(a) 



Jerome Larkin, Administrator of the Attorney Registration and Disciplinary Commission, 
by his attorney Scott Renfroe, pursuant to Supreme Court Rule 762(a), states that on the 
date William Francis Prendergast (hereinafter "Movant") filed a motion requesting that 
his name be stricken from the Roll of Attorneys, the Inquiry Board had voted to file a 
complaint against Movant charging that in at least 24 cases over a ten-year period 
Movant failed to prosecute patent applications for at least nine clients, then fabricated 
documents and made false statements to conceal his inactivity from his clients, referring 
counsel, a federal agency and his co-workers. Had Movant's conduct been the subject of 
a hearing, the Administrator would have introduced the evidence described below, and 
that evidence would have clearly and convincingly established the following conclusions 
of misconduct: 



Movant's admissions, testimony from former co-workers, clients, and referring counsel, 
and various documents, including docket reports, time and billing records, expense 
reports, computer records, applications, status reports and items of correspondence, 
would have established the following facts: 

A. Introduction and Background Information 

1. Between November 8, 1990, when Movant was licensed to practice law in Illinois 



and began working at an intellectual property law firm in Chicago, and August 14, 2008, 
when that firm terminated his employment, Movant concentrated his practice in the 
preparation and prosecution of patent applications before the United States Patent and 
Trademark Office ("USPTO") 



I. FACTUAL BACKGROUND 
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2. When an applicant submits a patent application to the USPTO, that application is 
assigned to an examiner for review. Frequently, the examiner will identify questions or 




issues that the applicant must address, and those questions or issues are brought to the 
applicant's attention by way of a written request for action. The applicant is usually 
required to respond to the USPTO's request within six months, and, unless a response is 
submitted within that period, the application is deemed abandoned and the applicant may 
no longer pursue it. The USPTO allows applicants to petition for revival of abandoned 
applications if the applicant can demonstrate that the abandonment was either 
unintentional or unavoidable. 

B. Movant 's Abandonment of at Least 24 Client Patent Applications 

3. Beginning in approximately 1998, Movant, without his clients' knowledge or consent, 
abandoned the prosecution of at least 24 patent applications for which he was responsible 
(some of which are discussed in more detail below) by failing to respond to written 
inquiries issued by the USPTO. When the USPTO issued notices of abandonment 
relating to many of those applications, Movant concealed his inactivity on the matters by 
falsely advising his firm's docketing department that the patent application had been 
abandoned at his clients' direction. 

C. Pattern of Misrepresentations to Conceal Abandonment of Patent Applications 

4. Between at least 2000 and 2006, in an effort to conceal his abandonment of patent 
applications for at least nine clients, Movant engaged in a pattern of conduct designed to 
create 

PAGE 3: 

the false impression that abandoned applications were pending. That conduct included the 
fabrication of purported responses to USPTO requests for information and the provision 
of other false information to clients and referring counsel by way of telephone 
conversations, letters, electronic communications (e-mail), and, in at least one case, by 
the staging of what Movant falsely claimed was a telephone interview between his client, 
referring counsel in England and an imposter claiming to be a USPTO examiner. 

i. Misrepresentations to Client and Referring Counsel - Client "A " 

5. More specifically, in connection with just one patent application, which Movant 
abandoned without his client's consent by failing to respond to the USPTO's June 22, 
1998 request for information, Movant's deceptive conduct included: 

(a) sending a November 29, 2000 letter to an attorney in England (who had referred the 
client matter to Movant's law firm) that enclosed a fabricated document purporting to 
show that the USPTO continued to have questions about the application. In fact, the 
fabricated document was an alteration of a genuine USPTO request from the same case, 
dated November 17, 1997, and Movant knew that the application was no longer pending, 
having received notice that the USPTO considered the application abandoned as of 
January 20, 1999; 



(b) sending January 26, March 15 and November 16, 2001 letters to referring counsel 
containing false information about actions Movant claimed to be taking in connection 
with the application; 

(c) sending a November 18, 2001 letter to referring counsel containing a fabricated 
document reflecting work that Movant falsely claimed to have recently done on the 
application; 

(d) sending a January 26, 2002 facsimile transmission to referring counsel containing a 
fabricated document falsely purporting to be work done by another attorney at Movant's 
firm; 
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(e) sending two September 30, 2002 letters to referring counsel containing false 
information about actions Movant claimed to be taking in the case, and enclosing a 
fabricated document purporting to have been generated by the USPTO; 

(f) sending a November 20, 2002 letter to referring counsel in which Movant falsely 
claimed to have met earlier that month with a USPTO examiner in connection with the 
client's application; 

(g) sending a January 27, 2003 letter to referring counsel in which Movant falsely 
claimed that a USPTO examiner was considering scheduling an interview with the client; 

(h) sending an August 19, 2004 letter to referring counsel in which Movant falsely 
claimed that the delay in considering the application (which had actually been abandoned 
almost six years earlier) was due to the USPTO's relocation of its offices; 

(i) sending a November 18, 2004 facsimile to the client attaching a fabricated USPTO 
facsimile cover sheet addressed to Movant and a note, purporting to be addressed to 
Movant from a USPTO examiner, apologizing for the delay in processing the client's 
application and promising additional action within the next several months; 

(j) over the corse of several weeks, scheduling and then conducting what Movant claimed 
was a telephone interview on January 26, 2006 between the client, referring counsel in 
England and what was actually an imposter pretending to be a USPTO employee; and 

(k) sending a March 15, 2006 facsimile transmission to the referring attorney of a 
fabricated document that purported to be a USPTO summary of the purported January 26, 
2006 interview. 

ii. Fabricated Documents and False Statements to Co-Workers - Client "B" - 

6. In connection with a second client's patent application, Movant did not pay a fee 
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that was due on October 15, 1999, and the USPTO deemed the client's application 
abandoned as of May 24, 2000. Between November 3, 2003 and July 9, 2007, Movant 
sent approximately 20 e-mails to other attorneys at his firm in response to their inquiries 
about the status of the client's application. In those messages, Movant falsely claimed to 
have had continuing contact with the USPTO about the application. On July 25, 2007, 
Movant sent a voice mail attachment to an e-mail message to another firm attorney. That 
voice mail message, which Movant created by calling his office from his own cell phone, 
purported to be from "Examiner Williams" and falsely claimed that the USPTO had 
"granted your petition and will be mailing it out today." On September 11, 2007, in 
response to continued inquiries from other attorneys at the firm, Movant created and sent 
one of his co-workers what purported to be an August 9, 2007 "notice of rescinded 
abandonment" and an August 28, 2007 cover letter to the client enclosing that purported 
notice. In fact, Movant fabricated the purported notice by pasting a false date on an actual 
USPTO notice of rescinded abandonment dated May 24, 1999. 

D. False Statement to USPTO and Fabrication of Return Receipt Postcards 

7. Movant received notice that the USPTO considered a client's application to be 
abandoned as of July 24, 2007. During April and May of the following year, after another 
attorney in the firm became aware of the application's abandonment, Movant falsely told 
that attorney that the USPTO had misplaced both a June 6, 2007 response Movant 
claimed to have submitted replying to the USPTO's original inquiry, and an August 8, 
2007 petition Movant claimed to have filed seeking to withdraw the allegedly improper 
abandonment. On May 28, 2008, Movant submitted what he termed a "resubmission" of 
the purported June 6, 2007 response and August 8, 2007 petition, to which he attached 
not only documents bearing those dates but also fabricated return-receipt postcards 
purporting to reflect that the USPTO had 
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received the original mailings at about the time Movant claimed they had been mailed. 
Movant fabricated the postcards by cutting and pasting actual date-stamps from 
legitimate postcards on file at the firm. The USPTO later granted the request to rescind 
the application's abandonment. 

8. In at least five other cases between 1999 and 2008, Movant fabricated return-receipt 
postcards that falsely reflected that the USPTO had received mailings from Movant. 

II. CONCLUSIONS OF MISCONDUCT 

9. By the reason of the conduct described above, Movant has engaged in the following 
misconduct: 





a. failure to act with reasonable diligence and 
promptness in representing a client, in violation of 
Rule 1.3 of the Illinois Rules of Professional 
Conduct; 

b. conduct involving dishonesty, fraud, deceit or 
misrepresentation, in violation of Rule 8.4(a)(4) of 
the Illinois Rules of Professional Conduct; 

c. conduct that is prejudicial to the administration of 
justice, in violation of Rule 8.4(a)(5) of the Illinois 
Rules of Professional Conduct; and 

d. conduct which tends to defeat the administration of 
justice or bring the courts or the legal profession 
into disrepute, in violation of Supreme Court Rule 



770. 



Respectfully 
submitted, 



Jerome 
Larkin, 



Administrator 
Attorney 



Scott Renfroe 

Counsel for the Administrator 

Attorney Registration and Disciplinary Commission 

130 East Randolph Drive, Suite 1500 

Chicago, Illinois 60601-6219 

Telephone: (312)565-2600 



Registration 
and 



Disciplinary 
Commission 



By: Scott 
Renfroe 
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M.R.2319J. - In re: William Francis Prendei gast. (September 22, 2009) 

Disciplinary Commission. 

The motion by William Francis Prendergast to strike his name from the roll of attorneys 
licensed to practice law in Illinois pursuant to Supreme Court Rule 762(a) is allowed, 

effective immediately. 

Order entered by the Court. 
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THE UNITED STATES PATENT AND T RADEMARK OFFICE 

Petitioner(s): Alps Electric Co., Ltd. 

Serial No.: 09/139,307 
For: Thermal Head 



Filed: 
Examiner: 

4 

Art Unit: 

Confirmation No.: 
Customer No.: 



Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



August 24, 1998 

Tran 

2861 



Attorney Docket No. 9860-336549US 



2. 



DECLARATION OF TAKAO FUKASU IN SUPPORT OF THE 
PETITION FOR REVIVAL UNDER 37 C.F.R. § 1.137(b) 

I am Senior Manager in the Intellectual Property Department at Alps Electric Co., Ltd. 

("Petitioner"). In this capacity, I am familiar with the prosecution of Petitioner's U.S. 

patent applications, Petitioner's IP business practices, Petitioner's docketing 

procedures, how Petitioner interacts with and directs outside counsel in the United 

States, and, based on my personal knowledge, experience and position at Alps 

Electric Co., Ltd., can speak on behalf of Petitioner in this matter. 

The focus of this Declaration is on the prosecution of U.S. Patent Application No. 

09/139,307 ("the 4 307 Application"). Petitioner was the only entity communicating 

with U.S. counsel regarding the prosecution of the *307 Application. 



I 



The facts set forth in this Declaration are those that 1 believe to be relevant to the 
United States Patent and Trademark Office ("the PTO") in deciding whether to grant 
the Petition to Revive the '307 Application under 37 C.F.R. § 1.137(b) (unintentional 
abandonment). 

As assignee of 100% interest in the '307 Application, Petitioner has the authority 
under 37 C.F.R. § 3.73 to petition to revive the '307 Application. 
On December 24, 2008, Petitioner sent a copy of five file histories of five 
unintentionally abandoned U.S. patent applications, including its file history relating 
to the prosecution of the '307 Application, to Obion, Spivak, McClelland, Maier & 
Neustadt ("Obion Spivak"). Obion Spivak confirmed receipt on December 30, 2008. 
This '307 file history included copies of all of the correspondence with U.S. counsel 
in Petitioner's possession relating to the '307 Application, Below is a list of the 



correspondence Petitioner provided to Obion Spivak: 



Date 


Description of Document 


7/9/1998 


Facsimile from William Prendergast of Brinks Hofer Gibson & 
Lione ("Brinks Hofer") to T. Fukasu of Alps Electric Co., Ltd. 
("Alps") regarding filing of continuation application. 


8/6/1998 


Facsimile from T. Fukasu of Alps to Allan Sternstein of Brinks 
Hofer enclosing instructions on filing continuing application with 
attached Preliminary Amendment. 


8/28/1998 


Letter from William Prendergast of Brinks Hofer to T. Fukasu of 
Alps enclosing materials filed with PTO in connection with the 
continuation-in-part Application No. 09/139,307. 


10/2/1998 


Letter from William Prendergast of Brinks Hofer to Yukimitu 
Manabe of Alps enclosing Notice to File Missing Parts and 
discussing requirements for Declaration and Assignment. 


10/21/1998 


Letter from Y. Manabe of Alps to Allan Sternstein enclosing 
executed Declaration and Power of Attorney. 


10/28/1998 


Letter from William Prendergast of Brinks Hofer to Y. Manabe of 
Alps enclosing copies of documents filed with PTO and 
transmittal documents. 


3/17/1999 


Letter from William Prendergast of Brinks Hofer to Y. Manabe of 
Alps enclosing original Assignment and copy of assignment 





digest assigning invention to Alps. 


3/29/1999 


Facsimile from Y. Manabe of Alps to William Prendergast of 
Alps acknowledging receipt of original Assignment. 


6/14/1999 


Letter from William Prendergast of Brinks Hofer to Y. Manabe of 
Alps enclosing Notice of Allowance and instructions re payment 
of issue fee and filing of formal drawings. 


12/28/2006 


Letter from T. Fukasu of Alps to Gustavo Siller, Jr. of Brinks 
Hofer inquiring about the status of four Alps applications, 
including the '307 Application. 


1/11/2007 


Facsimile from William Prendergast of Brinks Hofer to T. Fukasu 
of Alps responding to December 28 inquiry. 


7/14/2007 


e-mail from William Prendergast of Brinks Hofer to A. Takeda of 
Alps re inquiry re status of Alps applications 


3/2/2008 


e-mail from A. Takeda of Alps to William Prendergast of Brinks 
Hofer inquiring about status of Alps applications. 


3/3/2008 


e-mail from William Prendergast of Brinks Hofer to A. Takeda of 
Alps re status of Alps applications. 


6/19/2008 


e-mail from A. Takeda of Alps to William Prendergast of Brinks 
Hofer inquiring about status of Alps applications. 



Petitioner at no time intended to delay paying the issue fee or filing corrected 



drawings in response to the June 3, 1999 Notice of Allowance and Issue Fee Due, 
during the entire period from the due date of the reply to the Notice of Allowance and 
Issue Fee Due to the present date. 

Petitioner believed the issue fee was timely paid and the corrected drawings were 
timely filed with the PTO. 

Petitioner believed that the prosecution of the '307 Application was delayed several 
years due to inaction by the PTO. 

Until September 10, 2008, Petitioner was unaware of the abandoned status of the '307 
Application and of the abandoned status of several other similarly situated 
applications. 

Petitioner never requested Brinks, Hofer, Gilson & Lione ("Brinks Hofer") or Mr. 
Prendergast, or any other attorney or Patent Agent, to delay any filing necessary to 



the prosecution and Issuance of the *307 Application, or to abandon the *307 
Application. 

1 1 . Upon learning of the abandonment of the *307 Application, and the abandonment of 
several additional U.S. patent applications Petitioner then believed were pending, on 
September 10, 2008, Petitioner promptly investigated the matter internally and with 
Brinks Hofer attorneys, including reviewing the '307 Application file history and 
participating in discussions regarding the circumstances that led to the abandonment 
of the '307 Application and the several other applications. Thereafter, Petitioner 
chose to retain new patent counsel to take appropriate action to revive the abandoned 
applications, including identifying new law firms with experience in such matters and 
having native Japanese speaking attomey(s), interviewing potential new patent 
counsel, hiring new patent counsel, and working with new counsel to enable them to 
file petitions to revive the applications. 

I declare under the penalty of perjury in the United States that the foregoing is true and 
correct, to the best of my knowledge. 




Date 




Takao FUKASU 
Senior Manager 

Intellectual Property Department 
ALPS ELECTRIC CO., LTD. 
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THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Petitioner(s): Alps Electric Co., Ltd. 

Serial No.: 09/139,307 

For: THERMAL HEAD 

Filed: August 24, 1998 

Examiner: Tran 
Art Unit; 

Confirmation No.: 
Customer No.: 

Attorney Docket No. 

Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

REMARKS AND EVIDENCE SUPPORTING 
PETITION FOR REVIVAL UNDER 37 C.F.R. § 1.137(b) 

DECLARATION OF GUSTAVO SILLER. JR. 

1 . My name is Gustavo Siller, Jr. and I am a shareholder at Brinks, Hofer, Gilson & 
Lione ("Brinks Hofer"), specializing in the practice of patent prosecution. In this 
capacity, 1 am familiar with the prosecution of Alps Electric Co., Ltd.'s ("Alps") U.S. 
Patent Application No. 09/139,307 ("the *307 Application"), and can speak on behalf 
of Brinks Hofer in this matter. The facts set forth in this Declaration are those that I 
believe may be relevant to the United States Patent and Trademark Office ("the 
PTO") in considering the Renewed Petition to Revive the '307 Application under 37 
C.F.R. § 1.137(b). 



1 




2. Brinks Hofer filed the '307 Application on August 24, 1998. The '307 Application 
was a continuation of U.S. Patent Application No. 08/697, 1 53 ("the '153 
Application"). The '153 Application was one of several hundred applications owned 
by Alps that were transferred to Brinks Hofer in or around 1998. The '307 
Application was assigned to Alps and Alps was responsible for the prosecution of the 
'307 Application. The '307 Application was filed by Brinks Hofer. It is my 
understanding that all due dates for responding to PTO actions in the '307 
Application would have been entered into the Brinks Hofer docketing system, as 
discussed below. 

3. My knowledge of the facts of this matter is based on my participation in Brinks 
Hofer' s internal review of the prosecution of the '307 Application, my personal 
familiarity with the procedures for prosecution of Alps*s cases at Brinks Hofer, and 
my personal familiarity with the Brinks Hofer docketing system and procedures. The 
matters described in this Declaration primarily relate to William F. Prendergast, the 
attorney responsible for prosecuting the '307 Application at Brinks Hofer during the 

1 998 to 2008 time period at issue. Mr. Prendergast was first employed by Brinks 
Hofer as an associate in the Fall of 1990, and was elected a shareholder effective 
January 1998. Mr. Prendergast was responsible for prosecuting the '307 Application 
from the date of filing in August 1998. On August 6, 2008, a Brinks Hofer 
shareholder informed General Counsel for Brinks Hofer that Mr. Prendergast 
appeared to have committed suspicious acts in connection with an application matter 
that Mr. Prendergast was handling for one of Brinks Hofer's clients. Immediately 
thereafter, Brinks Hofer launched an internal review and investigation of all of the 
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application matters that Mr. Prendergast was handling, including the prosecution of 
the '307 Application. 

L Investigation into the Prosecution of the '307 Application at Brinks Hofer 
As part of the 2008 review of Mr. Prendergast's cases, I was responsible for 
reviewing the '307 Application. More generally, from 1998 to the present, I have 
been and remain the Brinks Hofer shareholder ultimately responsible for all of Alps's 
cases at Brinks Hofer. In addition to myself, another Brinks Hofer shareholder, 
Vincent Gnoffo, who specializes in patent prosecution matters, reviewed the '307 
Application file. 

The initial review of the '307 Application at Brinks Hofer began during the week of 
August 6, 2008 and continued through October 2008. During that time, I searched 
Mr. Prendergast's office for information relating to the prosecution of the '307 
Application. The Brinks Hofer '307 Application file was found in Mr. Prendergast's 
office. In my search of Mr. Prendergast's office, I found miscellaneous documents 
relating to the '307 Application. These loose documents were separate from the '307 
Application file found in his office. I also accessed Mr. Prendergast's Brinks Hofer 
e-mail account and reviewed his e-mail correspondence. I was unable to locate any e- 
mails on Mr. Prendergast's computer relating to the '307 Application. 1 reviewed the 
'307 Application file along with the loose documentation found in Mr. Prendergast's 
office. I also reviewed a printout of the electronic docket report for the *307 
Application from the docketing department, and Mr. Prendergast's time records for 
the *307 Application from the accounting department. 

The reviews of the Brinks Hofer '307 Application materials revealed that: (a) a 



Notice of Allowability was mailed by the PTO on June 3, 1 999 which also stated that 
several problems with the application's drawings had to be corrected before a patent 
would issue; (b) a Notice of Allowance and Issue Fee Due was also mailed by the 
PTO on June 3, 1999; (c) Mr. Prendergast mailed a copy of the Notice of Allowance 
to Alps along with a letter informing Alps the issue fee was due September 3, 1999 
and stating "Unless I hear otherwise from you, I will pay the issue fee and file new 
formal drawings about one month before the due date"; (d) dates for paying the issue 
fee and submitting corrected drawings were docketed by the Brinks Hofer docketing 
department; (e) there is no indication in the '307 Application materials that Alps 
instructed Mr. Prendergast not to file the issue fee and file formal drawings; (f) it was 
Brinks Hofer* s standard practice for Alps applications to file the issue fee before the 
due date unless Alps instructed to the contrary; (g) Mr. Prendergast apparently 
informed the Brinks Hofer docketing department that he had submitted corrected 
drawings and paid the issue fee because the entries are listed as "Completed" in both 
the electronic docket and the backup docket book, although no corrected drawings or 
issue fee appear to ever have been filed; (h) a Notice of Abandonment was mailed by 
the PTO on November 9, 1 999 citing failure to pay the required issue fee; (i) a 
response to the Notice of Abandonment was docketed by Brinks Hofer; (j) Mr, 
Prendergast apparently informed the docketing department that he had filed a 
response because several entries are listed as "Completed" although no response 
appears to ever have been filed; (k) Mr. Prendergast never informed Alps of the . 
Notice of Abandonment; (1) Mr. Prendergast did not communicate with Alps between 
June 14, 1999 and January 1 1, 2007 regarding the '307 Application; and (m) on June 
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20, 2008, Mr. Prendergast informed the Brinks Hofer docketing department that Alps 
authorized him to abandon the '307 Application and close the file, even though Alps 
never gave any such authorization. 

On September 16, 2008, 1 requested a Power to Inspect the PTO's '307 Application 
file history. 1 reviewed the PTO's '307 Application file history and confirmed that 
nothing was filed in response to the Notice of Allowability, Notice of Allowance and 
Issue Fee Due, or Notice of Abandonment 

Brinks Hofer sought Mr. Prendergast 5 s assistance and cooperation with the review of 
and explanations concerning the prosecution of the '307 Application. Brinks Hofer 
did not receive the requested assistance or any explanations from Mr. Prendergast. 
Mr. Prendergast was suspended on August 8, 2008, and Brinks Hofer terminated his 
employment on August 14, 2008. Brinks Hofer submitted a report to the Illinois 
Attorney Registration and Disciplinary Commission summarizing Mr. Prendergast's 
apparent misconduct in connection with his mishandling approximately 24 patent 
applications. In 2009, Mr. Prendergast moved to have his name stricken from the 
Roll of Attorneys at the Illinois State Bar. 

II. The Brinks Hofer Docketing System 
From the time the '307 Application arrived at Brinks Hofer in 1998 to the present, 
Brinks Hofer has maintained an electronic docket system for docketing all due dates 
for any case prosecuted at the firm. During my 21 years at Brinks Hofer, several 
versions of this software have been in place and used to successfully prosecute 
thousands of patent applications. 

The docketing department maintained the electronic docketing system and also 




maintained a manual back-up log. In 2002, Brinks Hofer changed software for its 
electronic docketing system. Electronic reports from the prior software system are no 
longer available, but a docket report for the '307 Application was generated using the 
newer software. Ex. 14. Some data reflected on the docket report has changed due to 
the conversion of software systems. For instance, the term "Do Not Use" appears 
before certain entries because various standard entries, to be selected from a drop 
down list, were changed in the new software program. 

11. On the '307 Application docket report, the listed supervising attorney is myself, and 
the responsible attorney is Vincent J. Gnoffo. Id. As discussed above, Mr. Gnoffo 
also reviewed the file during the investigation of the files for the '307 Application and 
was listed as the responsible attorney for the '307 Application. My name appears as 
the supervising attorney because I am ultimately listed as the supervising attorney for 
all of AIps's cases at Brinks Hofer. However, I had no substantial involvement in the 
day-to-day to prosecution of the '307 Application. Instead, William Prendergast was 
the responsible attorney at Brinks Hofer who handled prosecution of the '307 
Application. 

12. I have consulted with Brinks Hofer' s docketing department concerning reminders that 
would have been provided to Mr. Prendergast during the prosecution of the '307 
Application. Because Mr. Prendergast was the responsible attorney for the '307 
Application, the docketing department would have provided Mr. Prendergast with 
two types of reminders with respect to the '307 Application due dates. The first was 
a monthly printed report showing reminders for all of Mr. Prendergast's cases for 
three months after the date of the report. The monthly reports for the '307 
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Application were not found in Mr. Prendergast's office or files, but Mr. Prendergast, 
as the responsible attorney, would have received these monthly reports. The second 
type of reminder was a series of voice mails concerning due dates. Every Friday a 
voice mail reminder was sent to the responsible attorney with a list of all due dates for 
the next nine days, and a voice mail reminder was also sent to the responsible 
attorney for all due dates on the date of the reminder. The daily voice mail reminders 
requested that the responsible attorney inform the docketing department of the action 
to be taken on the matter. These reminders would have continued until the docketing 
department was told in writing or orally that the action at issue had been completed. 
13. Once a responsible attorney completed a due date entry on the docket sheet, the 

attorney would submit a pink card to notify the docketing department to clear items 
from the prosecution docket as responses were filed. Under the normal practice of 
Brinks Hofer, a document to be filed at the PTO was submitted to docketing with a 
filled-in pink card that indicated the nature of the document. The docketing 
department would then review the submission and clear the docket. An exception to 
this procedure was for filings made after normal business hours. In such instances, an 
attorney was permitted to mail the document to the PTO and leave only the pink card 
with the Brinks Hofer docketing department. Mr. Prendergast was known to work 
after hours. In some instances pink cards were submitted to the docketing department 
by Mr. Prendergast bearing the words "Didn't see" in the upper right-hand corner. 
This indicates that the Brinks Hofer docketing clerk "did not see" the accompanying 
document. Thus, by submitting pink cards to the Brinks Hofer docketing department 
after normal business hours, Mr. Prendergast was able to clear a docketed item 
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without having a docketing clerk examine any materials that Mr. Prendergast 
purportedly submitted to the PTO. In such instances, as far as the firm knew, the 
open item in the docketing system was satisfied, and the usual alarms that the firm 
had in place to warn of impending but unsatisfied deadlines were effectively 
deactivated. 

14. During my review of the l 307 Application materials I did not find pink cards 
indicating that Mr. Prendergast had filed the corrected drawings and issue fee. Mr. 
Prendergast did, however, put copies of what purported to be the submission of 
formal drawings and payment of the issue fee in the Brinks Hofer '307 Application 
file. I believe it is possible that Mr. Prendergast also submitted a false pink card or 
other material to the Brinks Hofer docketing department or orally communicated with 
the docketing department personnel to convince them that the corrected drawings and 
issue fee had been filed with the PTO in the '307 Application. If this occurred (and 
my review of Mr. Prendergast's files indicates that he did submit false pink cards in 
several other Alps applications including nos. 08/960,481 and 08/740,521), then as 
far as the firm knew, the open item in the docketing system was satisfied, and the 
usual alarms that the firm had in place to warn of impending but unsatisfied deadlines 
were effectively deactivated. 

1 5. I have been an attorney at Brinks Hofer since 1 988 and have successfully relied on 
the Brinks Hofer docketing system and department in my patent prosecution practice 
for 21 years. 1 believe that throughout the time period Mr. Prendergast was employed 
by Brinks Hofer, the firm had an effective docketing system in place - one designed 
to remind attorneys and ultimately warn the Brinks Hofer administration of filings 
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that needed to be made by a certain date. The docketing system was not designed to 
catch an attorney who intentionally misled Brinks Hofer or provided false 
information to the Brinks Hofer docketing department. In a law firm such as Brinks 
Hofer where shareholders trust one another, such additional safeguards were not 
considered necessary. With the exception of Mr. Prendergast, I have never known 
anyone at Brinks Hofer who has manipulated or intentionally circumvented the 
docketing system. Up until the investigation associated with Mr. Prendergast in 
2008, 1 always had complete confidence in the electronic docketing system and the 
procedures set up at Brinks Hofer for following-up on all due dates. 

in. The June 3, 1999 Notice of Allowability 

16. On June 3, 1999, the PTO mailed a Notice of Allowance and a Notice Allowability to 
Brinks Hofer. Ex. 3. The '307 Application file indicates these notices were sent to 
Alps on June 14, 1999. Ex. 1 . The forwarding letter to Alps noted that the issue fee 
was due September 3, 1999 and stated "Unless 1 hear otherwise from you, I will pay 
the issue fee and file new formal drawings about one month before the due date." Id. 

.1 7. The Brinks Hofer docketing department docketed a July 3, 1 999 one month reminder 
for the Notice of Allowance, and an August 3, 1999 two month reminder for payment 
of the issue fee and submission of the corrected drawings for the allowed *307 
Application. Ex. 14, p. 1 . The docketing department also docketed a final due date 
for paying the issue fee on September 3, 1 999. Id. Based on the Brinks Hofer 
docketing department practices at that time, I believe the docketing department sent 
Mr. Prendergast monthly printouts of this docket sheet with the docketed reminders 
and due date and voice mail reminders for the due date entry. All of these docket 
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entries list a completed date of September 3, 1999. 

1 8. The manual backup docket log for September 3, 1999 includes an entry for payment 
of the issue fee and submission of corrected drawings, with a black line through the 
docket entry and a handwritten date, "9/3/99." Ex. 2. The line through the docket 
entry and the handwritten date indicate that the docketing department believed the 
issue fee and corrected drawings were submitted to the PTO on September 3, 1 999, 
and that the docket entry could be cleared. Based on Mr. Prendergasts's actions in 
other Alps cases, it is possible he informed the docketing department that the '307 
Application issue fee was paid and the corrected drawings were submitted to the 
PTO, which prompted the department to clear the docket entry and enter a completed 
date of September 3, 1999 in the electronic docketing system. 

19. Also, during the investigation into Mr. Prendergast's actions, a copy of what purports 
to be a cover sheet for the Submission of Formal Drawings and payment of the issue 
fee dated September 3, 1999 was found in the *307 Application file. Ex. 4. Along 
with this, the actual check as well as an envelope addressed to "Hon. Commissioner 
of Patents & Trademarks, Washington DC 20231" was found with the file. Ex. 5. 
Consistent with these documents, the Brinks Hofer docketing system indicates that 
the docketing department believed that a response had been filed on September 3, 
1999. Exs. 2, 14. Based on Mr. Prendergast*s actions in this case and other cases, it 
appears likely that he either provided copies of these papers to the docketing 
department or took other steps to convince the docketing department that the Issue 
Fee and related papers had been submitted to the PTO on September 3, 1999. In fact, 
the record indicates that Mr. Prendergast never submitted formal drawings or paid the 
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issue fee for the allowed '307 Application. 

20. The docketing department docketed reminders for a "Notice of Allowance Checklist" 
and a reminder for filing a continuation for the '307 Application from September 3, 
1999 through December 3, 1999. Ex. 14. The Notice of Allowance Checklist was an 
internal Brinks Hofer document where the attorney would check and verify that 
certain activities had been completed in the application. Such activities included, 
among others, verifying that any claim to priority had been properly made, verifying 
that an assignment had been properly signed and recorded, and verifying that prior art 
had been properly cited to the PTO. The reminders from September 3, 1999 through 
December 3, 1999 were docketed because Mr. Prendergast had not returned a signed 
copy of the Notice of Allowance Checklist to the docketing department and had not 
confirmed that a continuation application would or would not be filed. Based on the 
Brinks Hofer docketing department practices at that time, I believe the docketing 
department sent Mr. Prendergast monthly printouts of this docket sheet with the 
docketed reminders and due date and voice mail reminders for the due date entry. All 
of these docket entries list a completed date of November 1 6, 1 999 because Mr. 
Prendergast completed and signed the Notice of Allowance Checklist. Ex. 24. 

IV, The November 9, 1999 Notice of Abandonment 

21 . A Notice of Abandonment, addressed to Mr. Prendergst, was sent to Brinks Hofer on 
November 9, 1 999. Ex. 6. There is no indication in the '307 Application file that the 
Notice of Abandonment was ever forwarded to Alps. Yet the Brinks Hofer docketing 
department docketed entries for responding to the Notice of Abandonment. Ex. 1 4. 
My review of the '307 Application docket sheet shows that the Brinks Hofer 
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docketing department docketed due dates to file a Petition to Revive the *307 
Application on December 9, 1999 and January 9, 2000. Id. at pp. 1 , 2. Based on the 
Brinks Hofer docketing practices at that time, I believe the docketing department sent 
Mr. Prendergast monthly printouts of this docket sheet with the docketed due dates 
and voice mail reminders for the due date entries. These due dates were marked as 
completed on January 1 0, 2000. Id. It is not clear why the docket sheet reports a 
"completed" date of January 10, 2000. However, I believe it is likely that Mr. 
Prendergast gave an instruction to the docketing department that the due dates could 
be cleared* The docket sheet resumes listing follow-up docket reminder entries for 
the Notice of Abandonment from March through October 2000. It is likely the 
docketing department resumed making docket entries for responding to the Notice of 
Abandonment because it dkj not receive any pink cards or documentation confirming 
that a response to the Notice of Abandonment had been filed at the PTO. Based on 
the Brinks Hofer docketing practices at that time, 1 believe the docketing department 
sent Mr. Prendergast monthly printouts of this docket sheet with the docketed 
reminders for following up on the Notice of Abandonment. No completion date is 
listed for these entries. It is not clear why no completion date for these entries 
appears on the docket sheet or why the entries stop in October 2000. It is possible 
that Mr. Prendergast gave an instruction to the docketing department that the follow- 
up Notice of Abandonment reminders were no longer necessary since a response to 
the Notice of Abandonment had allegedly been filed. 
22. My review of the files thus indicates that Mr Prendergast never filed a response to 
the November 9, 1 999 Notice of Abandonment or took any other actions to maintain 
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pendency of the '307 Application after November 9, 1999, and never forwarded the 
Notice of Abandonment to Alps. 

V. Events from 2006 to 2008 

23. On September 1 0, 2008, 1 contacted Alps and informed them of the abandoned status 
of the '307 Application. During subsequent communications with Alps, Brinks Hofer 
learned that Alps was not previously aware that the '307 Application had become 
abandoned. 

24. At my request in order to complete my records, on October 8, 2008, Alps sent me an 
e-mail attaching facsimile and e-mail correspondence from 2006 and 2008 between 
Mr. Prendergast and Alps regarding the prosecution of the 4 307 Application. This 
correspondence was not in the '307 Application file or Mr. Prendergast's e-mail 
account. 

25. On December 28, 2006 Alps sent a facsimile to my attention regarding the status of 
several applications, including the '307 Application. Ex. 8. Because Mr. Prendergast 
was the responsible attorney, I believe this facsimile would have been directly routed 
to him. On January 1 1, 2007 Mr. Prendergast responded to Alps's December 28, 
2006 facsimile stating that the delay was due to the PTO losing the file and that Alps 
could expect to hear something in the next 2-3 months. Ex. 9. There is no indication 
in the record, however, that the PTO ever lost the *307 Application file or that Mr. 
Prendergast had any good faith basis for reporting that Alps could expect 
communication from the PTO within the next 2-3 months. 

26. After further inquiry from Alps on July 1 1, 2007, Mr. Prendergast, on July 14, 2007, 
e-mailed Alps stating that the *307 Application matter was being investigated and that 
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he scheduled a call with a PTO supervisor to attempt to resolve the matter urgently. 
Exs. 10, 22. Alps e-mailed Mr. Prendergast on July 17, 2007 stating that it 
understood the situation and would wait for Mr. Prendergast's further report (Ex. 22), 
and then again on June 19, 2008 requesting that Mr. Prendergast contact the PTO and 
accelerate examination of the '307 Application. (Exs. 10, 23). Mr. Prendergast 
responded on June 19, 2008 stating that he would follow up immediately and that he 
had been advised recently that a response on this matter was expected in the near 
future. Ex.23. There is no record of any further communication between Alps and 
Mr. Prendergast regarding the '307 Application. 

27. On June 20, 2008, Mr. Prendergast submitted a file closure form to the Brinks Hofer 
docketing department stating that the '307 Application was being abandoned pursuant 
to Alps's instructions. Ex. 1 1 . My review of the '307 Application materials indicates 
that Alps did not instruct Mr. Prendergast to abandon the '307 Application. 

28. On September 25, 2008, 1 met with Alps in Tokyo, Japan to discuss the '307 
Application. During this meeting, 1 advised Alps that we had uncovered that the 4 307 
Application had been abandoned without Alps's authorization and that the 
correspondence we had uncovered indicated that Mr. Prendergast had incorrectly led 
Alps to believe that the '307 Application was pending. 

29. On October 1 5, 2008, Brinks Hofer delivered its report concerning Mr. Prendergast*s 
conduct to the Illinois Supreme Court's Attorney Registration and Disciplinary 
Commission and mailed a copy of the report via overnight delivery to the PTO's 
Office of Enrollment and Discipline. 

30. Based on my own review of the '307 Application, my discussion with Alps after 
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August 2008, the related investigation, and my personal knowledge of the procedures 
for prosecuting patent applications at Brinks Hofer, I believe that Alps never 
instructed Brinks Hofer to abandon the '307 Application, that Alps never instructed 
Brinks Hofer to delay in submitting corrected formal drawings and paying the issue 
fee, and that Alps never instructed Brinks Hofer to delay in filing a Petition to Revive 
the '307 Application. In addition, 1 am aware of no dispute over legal fees between 
Alps and Brinks Hofer, or any other dispute that could have had any effect on the 
prosecution of the 4 307 Application. 

I declare under the penalty of perjury in the United States that the foregoing is true and 
correct, to the best of my knowledge. 




Signature: 
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THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Petitioners): 



Alps Electric Co., Ltd. 



Serial No.: 



09/139,307 



For: 



THERMAL HEAD 



Filed: 



August 24, 1998 



Examiner: 



Tran 



Art Unit: 



Confirmation No.: 



Customer No.: 



Attorney Docket No. 336549US 



Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

SUPPLEMENTAL DECLARATION OF TAKAO FUKASU IN SUPPORT OF 
THE RENEWED PETITION FOR REVIVAL UNDER 37 C.F.R. 8 1.137(b) 

1. I am Senior Manager in the Intellectual Property Department at Alps Electric Co., Ltd. 
("Alps" or "Petitioner"), and based on my personal knowledge, experience and 
position at Alps, I can speak on behalf of Petitioner regarding the prosecution of U.S. 
Patent Application No. 09/139,307 ("the c 307 Application"). My previous 
Declaration in support of the Petition to Revive the '307 Application was filed on 
February 10, 2009. 

2. Petitioner had the authority to reply to the United States Patent and Trademark Office 
("the PTO") to avoid abandonment of the '307 Application at the time the 4 307 
Application went abandoned on November 9, 1999. 

3. Petitioner was assignee of, and has had control of, the prosecution of the *307 





Application from the filing date of the '307 Application, on August 24, 1998, to the 
present. 

4. Petitioner relied on its U.S. counsel, Brinks Hofer, Gilson & Lione ("Brinks Hofer") 
for at least (1) docketing all necessary dates for its U.S. applications, (2) advice 
concerning all aspects of PTO procedure and (3) keeping Petitioner informed of all 
developments and deadlines in the '307 Application. When no due dates for 
responding to the PTO were known to be pending, Petitioner did not have an 
independent mechanism other than its reliance on Brinks Hofer for identifying 
unusually long periods of time that had passed with no activity in a particular 
application. 

5. There is no written record of what circumstances first prompted Petitioner to ask 
Brinks Hofer about the status of the 4 307 Application in August 2006. However, in 
2006, the Alps IP department reviewed its U.S. applications whose examination by 
the PTO seemed to have been very much delayed, and as a result of the review, it was 
confirmed that in the '307 Application there had been no responses from the PTO for 
several years. 

[ declare under the penalty of perjury in the United States that the foregoing is true and 
correct, to the best of my knowledge. 




Date 




Takao FUKASU 

Senior Manager 

Intellectual Property Department 

ALPS ELECTRIC CO., LTD. 
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Skjerven Morrill to close 

Silicon Valley / San Jose Business Journal 

Skjerven Morrill LLP says its partners have voted to dissolve the intellectual property firm 
after merger talks fell through. 

With offices in San Jose and San Francisco, Skjerven Morrill employs 62 attorneys and 152 
staff. The law firm's partners decided the firm could not continue because of "the cumulative 
effect of the continuing downturn in the general and technology economies, as well as the 
major structural changes in the firm's organization and geographic base and continuing 
declines in attorney and staff levels, during the past year," according to a statement released by 
a spokesman. 

Skjerven Morrill's planned closing comes just a few days after San Francisco law giant Brobeck 
Phleger & Harrison LLP, suffering from a steep drop in profits, said it would dissolve its law 
practice after merger negotiations with an unnamed Philadelphia-based firm broke off. 
Brobeck continues to wind down and negotiate payments on its debt with its primary bank 
lender, Citibank. 

Skjerven Morrill was in merger talks with Pillsbury Winthrop LLP of San Francisco and 
Chicago's Sidley Austin Brown & Wood LLP, according to the legal newspaper The Recorder. 
After both discussions proved fruitless, Skjerven Morrill partners decided to close shop by 
March 1. 

At its peak in the fall of 2002, Skjerven Morrill had 135 attorneys. But as business fell off, the 
firm closed its offices last April in Austin, Texas, and Newport Beach in Southern California, 
and at about the same time partner Alan MacPherson left the firm. 



All contents of this site © American City Business Journals Inc. All rights reserved. 
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Obloist 
Spivak 



September 4, 2009 
Via facsimile 



Attorneys At Law 



David Belofsky, Esq. 
Belofsky & Belofsky 
33 N. Dearborn Street, Suite 2330 
Chicago 60602 



Richard L Treanor 

(703)412-6007 
RTREANOR@OBLON.COM 



ANDREW K. BEVERJNA 
(703)412-6420 

ABEVERJNA@OBLON. COM 

'Bar Other Than Virginia 



Re: Request for Declarations from William F. Prendergast 
Our Ref. No. 336544US 



Dear Mr. Belofsky, 

This letter is to memorialize our September 3, 2009 conversation. 

You informed me that you have advised your client, William Prendergast, not to sign the 
declaration I sent you relating to a petition to revive an application abandoned by Mr. 
Prendergast. You further informed me that you have advised him not to sign any version of any 
declaration relating to any petition to revive applications of Alps Electric Co., Ltd. 

I also understand this to mean that Mr. Prendergast is not willing to discuss any of these 
applications with us, as I requested in my September 1, 2009 letter to you. 

If you believe any of the information above is in error, please contact me immediately at 
(703)412-6420 or abeverinafoioblon.com . 

Best regards, 



Sincerely, 



OBLON, SPIVAK, McCLELLAND 




Andrew K. Beverina 



Obion, Spp/ak, McCieiland, Maier & Nejsiadt, L.L.P. 
1940 Duke SmttT ■ Alexandria, Virginia 22314 I U.S.A. 
TtLtwONt: 703-413-3000 1 Facsimile: 703-413-2220 1 www.oblon.com 
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SEP 0 4 2009 

OBION, SPIVAK 




BELOFSKY & BELOFSKY, P.C. 

ATTORNEYS AT LAW 
33 NORTH DEARBORN STREET 
SUITE 2330 
CHICAGO, ILLINOIS 60602 
TELEPHONE (312) 759-3737 
FACSIMILE (312) 759-1262 



FACSIMILE COVER SHEET 
TO: Andrew Bevarina 

FROM: Douglas M. Belofsky 
FACSIMILE NUMBER: 703-413-2220 
DATE: September 4, 2009 

WE ARE TRANSMITTING Z> PACES (INCLUDING THIS COV 
MESSAGE: 



This message Is intended only for the use of the Individual or entity to which It Is addressed 
and may contain information that Is privileged, confidential and exempt from d idosure 
under applicable law. If the reader of this message Is not the Intended recipien i; or the 
employee or agent responsible for delivering the message to the intended recipient, you are 
hereby notified that any dissemination, distribution or copying of this conunnnfi htion is 
strictly prohibited. If you have received this communication In error, please i itify us 
Immediately by telephone and retnrn the original message to us at the above addrest via the 
VS. postal service without making a copy. Thank you for your cooperation and asslfgance. 
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Septembers 2009 

Via Facsimile & First Class Mail 

Andrew K. Beverina 
Obion Spivak 
1940 Duke Street 
Alexandria, Virginia 22314 

Re: Request for Declarations from William F. Prendergast 
Your Reference No. 336544US 

Dear Mr. Beverina: 

Thank you for your letter of September 4, 2009, the content of whic 
incorrect. In our conversation I only advised you that Mr. Prendergast wouli 
subscribe to the declaration you proposed. I did not share with you any a , 
Prendergast may have received. Nor did L even mention whether Mr. Prenderga it 
any legal advice. " 



We wish you and your client well, and hope you have an enjoyable holiday 

Very truly 




ofsky 



DABrjb 



is materially 
be unable to 
vice that Mr. 
has received 



weekend. 
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Oblon 
Spivak 



September 8, 2009 
Via facsimile 



Attorneys At Law 



David Belofsky, Esq. 
Belofsky & Belofsky 
33 N. Dearborn Street, Suite 2330 
Chicago 60602 



Richard L. Treanor 
(703)412-6007 
RTR£ ANOR@OBtON.COM 



ANDREW K.BEVERINA 
(703)412-6420 
ABEVCRtNA@08L0N.COM 

'Bar Othfr Than Virginia 



Re: Request for Declarations from William F. Prendergast 
Our Ref No. 336544US 



Dear Mr. Belofsky, 

1 am in receipt of your September 4, 2009 facsimile letter. To clarify, it was my 
understanding that Mr. Prendergast would not sign the declaration we sent or any other version 
of the declaration. It was also my understanding that Mr. Prendergast declined to speak with us. 

Please contact me immediately if you disagree with the above. 

Best regards, 



Sincerely, 



OBLON, SPIVAK, McCLELLAND 




Andrew K. Beverina 



Obion, Spivak, McCli llano. MAitK & Neustadt, LLP. 
1940 Duke Street I Alexandria, Virginia 22314 I U.S.A. 
TFifPHONF: 703-413-3000 I Facsimile: 703-413-2220 I vww.oblon.com 
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^'V""" *Wko_80028l2 f&Sfe "Prendergast William" <WrPebrinkshQfer.com> 

5A* takada/jhOO/admO/jp 



2007/07/17 15:59 

bcc 



tt£ Re: Request For Current StatusQ 



Dear Mr. Prendergast, 

1 understand We will wait for your further report on this matter. 
Thank you for your prompt action. 

Sincerely, 
Akiko Take da 

"Prendergast, William" <WFP@brinkshofer.com> 
"Prendervsit. William" 

<WFPefcrinkihofw.com> <akiko.takeda«}p.alps.com> 
2007/07/14 06:47 cc 

fr45 Request For Current Status 



Re: Application No. 08/738,435 (9281 -2881 /FC US95004) 
Ms. Takeda, 

Thank you for your email to Ms. Hall of July 11, 2007 regarding the referenced applications. We are 
currently investigating the matter with US PTO and will make every effort to advance the prosecution 
of the referenced applications. I have scheduled a caO with supervisor at the PTO for next week to 
attempt to get this matter resolved on a urgent basis. Please let me know if you have any questions. 
William Prendergast 




William Prendergast 

Intellectual Property Attorney 

Brinks Hofer Gilson & Lkxie 

NBC Tower, Suite 3600 

455 North Crtyfront Plaza Drive 

Chicago, IL 6061 1-5599 

312.321.4242 

312.321 .4299 F 

wprendergast@usebrinks.com 

www.usebrinks.com 



BRINKS 
HOFER 
GILSON 
&LI0NE 



{Please Note: This message is intended for the individual or entity named above and may constitute a 
privileged and confidential communication. If you are not the intended recipient, please do not read, copy, 
use, or disclose this message. Please notify the sender by replying to this message, and then delete the 
message from your system. Thank you.) 
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Prendergast, William 



Sent: 

To: 

Cc: 



Subject: 



From: 



Prendergast, William 

Thursday, June 19, 2008 6:21 AM 

'akiko.takeda@jp.alps.com' 

Sitter, Gus; Brady, Courtney 

Re: Request For Current Status [Very Important] 



Ms. Takeda 

Thank you for your email, I will follow up immediately. I was advised recently that we 
should expect a response on this matter in the near future. But, I will confirm this with the 
PTO and respond shortly. 
William Prendergast 

Original Message 

From: akiko.takeda@jp.alps.com <akiko. takeda@jp.alps.com> 

To: Prendergast, William 

Cc: Siller, Gus; Brady, Courtney 

Sent: Thu Dun 19 02:49:21 2008 

Subject: Re: Request For Current Status [Very Important] 
Dear Mr. Prendergast, 

With respect to the following cases, would you please contact the USPTO to accelerate an 
examination procedure of these cases ? 

We have not received any action from the USPTO for a quite long time. 



(Embedded image moved to file: pic00041.jpg) 



Thank you in advance. 



Sincerely, 
Akiko Takeda 



"Prendergast, 
William" 

<WFP@brinkshofer. 
com> 



< akiko.takeda@lp.alps.com > 



*&5fc 



cc 



2008/03/03 22:56 



"Siller, Gus" 

< flsiller@brinkshof er . com > 

< 1 unii . kobavashiffli p . alps . com > 



ft* 



Re: Request For Current Status 
[Very Important] 



l 



Renewed Petition to Revive 
'307 Application 

Exhibit 24 



Attorney *s Dock^^No. 

Serial No. 6fr f 13^3*7 



NOTICE OP ALLOWANCE CHECKLIST 

Review and check all applicable boxes; This form, signed and- 
dated, must be returned with the file at the time of paying the 
issue fee. 

PRIORITY ClfAIM HAS- BEEN MADE AND THE CERTIFIED COPY OF THE 
PRIORITY APPLICATION HAS BEfiN PROVIDED TO THE PTO (see 37 
C.F.R. §1.55) ' " 

j ^^j ^poxapleted . 



□ 
□ 



Not applicable. 
Will be' completed by 



DRAWINGS (see 37 C.F.R. §1*85) 
^ Corrected drawings filed on _ 

j I Correction of drawings not required. 
| | No drawings in the application.. 



a. ASSIGNMENT 

F^Filed 



□ 
□ 



Will be filed 



Not applicable. 



CONTINUATION, DIVISIONAL, CIP (see 35 U.S.C- §§120,12*, 154, 
365(C)) 

If this application is: a continuation or a divisional, 

I ' proper cross reference fcfc eatlier case(s) has be^n'made 

in first sentence of specification. 

II: this application is t( a CIP, the desirability of 
claiming the benefit of an earlier filing da t6. under 35 
U*SlO. *§120 .hais been considered. If desirable; * proper 
cro.6§ reference to earlier case(s) has. been made in fixist 
sentence of specification. If not dfesir^bie,* cross 
reference to the earlier case (s) has been deleted. 



□ 



L-Case has oeen reviewed to determine whether a divisional, 
L^-* continuation, or C-I-p should be filed, and client has 
been advised. 

<^]No divisional, continuation or CIP applications will 
' ' be filed. 



□ 



Yes, the following applications will be filed 

(please specify number) : divisional (s) , 

continuation ( s) , or 



CIP(s) . 

5. SMALL ENTITY STATUS (37 C.F-R. §1.28 (b)) 
Reviewed and found correct* 



□ 
□ 



PTO notified small entity status no longer proper. 



6. 



DUTYCJP- 



CANDOR 



All material information has been disclosed to PTO, 
including prior art encountered in prosecution of 
corresponding or related foreign cases (see 37 C.F.R. 
§§1.56 and 1.97). [NOTE: If all material information 
has NOT been disclosed to PTO knd cannot now be provided 
to the PTO so that it will be considered by the Examiner, 
this application must be abandoned and a continuation 
application filed.] 



7. 



INVENTORSHIP 

* 1 1 TV 



Determined that inventorship is correct 
invention covered by allowed claims. 



for 



j Determined that^ inventorship is incorrect for 

1 1 invention covered by allowed claims, and correction of 

inventorship is being sought (see 37 C.F.R. §1.48). 



Date 




[10/31/95] 

i 
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1 



William E Prendergast 

wfp@brthtahofor.com 
312-321-4242 



RECEIVED 



OCT 9 B98 



& ALPS JJ 



BRINKS 



HOFER 
GILSQN 
&L10.NE 



October 2. 1998 



A PUMSSOMI CdtfOMTON 




NBC.Twni • Swn 5400 
4S5-N. Cimtwi PW» °«M 
Cmum, tuwon 60611 -WW 
fiOMOl 312-321-4299 
luiraoMi 3 12-321 -4709 



VIA DHL 

Mr. Yukimitu Mariab.e 
Manager 

Patent Applications Center 
Alps Electric Go,, Ltd. 
1767 Nlppa-cho, Kohoku-Ku 
Yokohama-shi, 223-8502 JAPAN 

Re: U.S. Patent Application Serial No. 09/139v367 
"Thermal Head" 
Your File No. M US96001 
Our File No. 9281/3130 

Dear Mr. Menabe: 

Enclosed is a copy of the Notice to File Missing Parts of Ap^lcation. J in ^ * te flnH 
patent application was filed without an Assignment.^ combined Declara ion .and 
Power of Attorney, enclosed are an Assignment and a combined DeclaraUon and 
Power SXmey. Please have the inventors sign the following enclosed documents. 

. Declaratlbh and Power of Attorney for Patent Application (Japanese Language 

complete addresses where indicated; 
.. Assignment - should be signed and dated by M Inventors before two witnesses. 

The inventors' signatures on the Declaration certify that they have reviewed arid 
understood Se deification, including the claims. Failure to read and understand 
S sp£S apjlcation as wU as any patent or patents wh,ch 

issue from the application. 

The Declaration and Assignment should then be returned*) us so that we can file 
them In/the U.S. Patent and Trademark Office; 



Ontoa. Mi • Awwtw. VA 



Mr. Yukimitu Manabe 
October 2. 1998 
Page 2 

Please keep in mind that a patent applicant Is obliged by law to bring to the attention 
of the U.S. Patent and Trademark Office all prior art and prior acts (articles, 
publications such as books, devices used, sold or offered for. sale) that the applicant 
is aware of and which are relevant to the applicant's invention. If you or the 
inventors are aware of any such prior art or acts, now or in the future, please let us 
know, as soon as possible. If you are in doubt as to whether something is prior art or 
relevant to the above-identified invention, please let us know and we can help you 
decide. 

If you have any questions on this matter, please contact me immediately. 



Very truly yours, 




William F. Prendergast 



WFP/ilp 
Enclosures 



